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"• 111 tk. npiMMUn of tk. ..at. 

husband of Baaaia Smith who diad lntaatata in 1137, 


adapted son, tha mal partial 


daaeandabla proparty rights of Bootle smith which aha ailagadly 

^T* 1 ? 4, * -T ^ * S' i " r 

poaoaaoad arising fra bar artistic parfornancas which wars em- 
bodisd in saeordings made by defendants which rights posthunoasly 
defendants have allegedly infringed and Misappropriated? 


2. Zf neither Plaintiff is a seal party in interest 
descendable olains in Count XV of tha aaoond 
of unfair coopstitlon, misappropriation and 
did the trial court orr in dlndsaiag Count XV for lack 


of prosecution by tha real party in interest under f.l.Ciy.F. 17{a) 
deopite plaintiffs' express request for leave to join or substitute 
the representative of the Batata of Bessie Smith ea a party to 
cure any inch deficiency? 


3. Did the trial court orr in dismissing plaintiffs' 

► ♦ * jJi 

claims for misspproprlntloo, unfair competition, and related viola- 

7 Jjy '1' 

tlone by defendants who, without consent or oompsnsstion to Bessie 
Smith's heirs, re-recorded her renditions embodied in 7S rpm records 
(for which aha had received rail fUt fees for each song recorded), 
and combined then after her death for commercial sale la various 
copilstion record albra of defendants' choosing, eonprislng 
either Basel*'■ renditions exclusively or in oonbination with 
other artists, which albums are still being sold for profit today? 
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4. Did the trial oourt «n In dlndailat claim for 

" 'r f - V* , 

Misappropriation, unfair coapatitlon and ralatnd violation* far 
dafandanta, who* without oonaant or oeopanaation to Saaalo flnith'a 
hairs, ra-racordad In 19S1 in a 4 albusi aoriaa nany of har randi* 

’ 4r * . i * i a m . Ji • ♦ 

tiona ohodiad in 71 rpo recorda, during tha oouraa of thioh ra- 

f /&» i "t 

recording, dafondant addad significantly distorting sounds uhieh 

i" s ' T -V* 

Materially inpairad tha quality of tha original renditions, in 

m * 

an attaapt to oroata artificially, a "high fidallty” affaot for 

\ ' * ^gr, 1 m T| • ' F ^ 

coamrclal aala purposes, which album ara still being sold for 
profit currantly7 , 

5. Did tha trial court arr in dianiaaing plaintiffs' 
claim for nlaappropriation of property intorasta in nans# per¬ 
sonality, likanasa and publicity rights of hsaala Snith, by defen- 

v /'-- T 

dants in coanaotion with and deriving fron their acta of unfair 
coops tition and re-recording without conaant or coapansatlon to 
plaintiff a, of ba sals' a recorded renditions in (a) c<wq>i lotion 
albino and (b) in greatly diatortad "high fidallty” album? 
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artistic 


Ikii is m action Cor 
proparty u4 unfair ocavatitioa ky «■ Wn •* »aart« MM. 

■a grant a Ingar and eoagnaar of tba klaaa, |i*o| daring til* 

"" " 1 

lt20*o . , . Ml OM of Morion** top box ofCioo attraction* and 

■9 

recording •tar*." (Slip Opinion* 3* 37SA). BoMio Mlthdied in 

- . t -t . ’p , 

a tragic automobile accident in 1137* Surviving mw her husband 
Jack dee. flr., and an adoptad son Jack Oca, Jr. (Slip Opinion 13* 


executor for bin 

A , \ '- -t 

togathor with Jaok one, or.* e«siuiafl this litigation 


*•/ 

■ 1 t 


on Juno 1* 1173. 

* V > * o 

p*fondant CM* Inc. and itn corporate divioioo Oolunbla 
Records * Inc. Icollectively called "Columbia”) have electronically 

1 t 

raracordod ail of the recording a aado by baaala Snlth for 71 rpa 
racorda during 1131 through 1933 and have oonpilad such nongs in 

■ ‘J*J| v ■ I *, lm 

now long-playing record albuns which are being onamarcUlly sold 

“ j, * s a 

by defendant op to the present tisi. 

non speclflonlly in 1911* OolunbU issued n four record 

album aeries of hassle talth recorded songs entitled bee*is Mlth, 
Volumes I-IV, (Nswberg Affidavit* Sab. A* U*A), which compiled 
selected single recordings into long playing records and signifi¬ 


cantly altered the sounds on tbs origins 1 HessiaMith recordings 

*■, " *• , #r i " r ^ 1 ▼ m . m 

in the re-recording process to produos a so-called high fidelity 

% ■ £ . 

effect. Columbia continues to produce and ocraMMially market 
this album series up to tbs present day. 

» 

Subsequently, in 1171-1173* Columbia issued 1 double 

,1 ; \ i i 

^ “*•*'*-A ' w * 1 ^ • • Jr-a - 

record hassia Smith albums, oonslstiag of 10 separate 3 sided 
long playing records which comprise all ISO renditions of Bmsdftm 




Salth'i earlier recorded output for Columbia. (Iwbirf Affidavit* 

. >- ^Jfc 3 F ¥ * «*■ 

Bxh. A, 14(A) m aleo IMMN Of CM XM. to Plaintiffs' Sooond 
Sot of Interroga to ries * Mo. 25* 2StA) Ooluobia oootinuea to pro- 
duca and cceeaeroially market this albw aeriaa ig> to the present 

i ' S i % ■» "4 ■- rj j»’ ^*3 * ,* .h 4 

day. 

“ l > 

Additionally for the last several years* Columbia issued 

. . 1 t . i 

approximately 9 compilation albums* and authorised other record 

■ 1 CP i - i * \ i • I t | „ jdu m i ' # 

cospanies to lssus ooepilation albtsu, ooeprissd of one or aero 

* * i* ..•» n +, 

tracks of Bessie smith's rsoordsd renditions in combination with 

l r Kr ' * * * ’ fe 

those of other artists. (For a listing of these albMs* see 

yt "j* ' *■ 

Answers of CM Inc. to Plaintiffs* Sooond Sot of Interrogatories, 

1 * -'4, \ t i ' ■ 

NOS. 1 and 2, 233A-245A* Mswbs r g Affidavit* 14SA-147A). 

Despite dofandant's cosum rclsl exploitation of Bessie 
Smith 1 * recordings in the form of mm long-playing record albw 

l ” ‘ * ( J. 4 

releases* dsfondant has not paid the heirs any suns idiatsoever for 

V f " * - • -r ‘t ' -V *' * ‘.I . „ - ‘ 

* F V , I ■ I 

1 \ Mr* > ► ; j,;- 

their conpilationa of aueh songs in their sow envlrnsnsnt. 

Defendant* a najor defense for nonpsynsnt stone fren 
their reliance on nonlnai flat fee sms paid to Bess is tolth for 

** i 1 * « ,J% . 1 * 

V t 4 RyB/MfCi p* * I; » j" ’ £^f’£.,L * * . 

each recording accepted toy Coltmtola** predecessor. Thao, for 
example * defendant maintains that the SM of 937.50 for each of 

» , * - » f • * I * 

* ms'JM gLlif-s **_ -V i*./ g* t r 

four recordings in Its) pursuant to n verbal oontract* has granted 
to Columbia the right to use those renditions* as r s r soo rd sd 

. +• • j, ? »■.,** “* _<!► ' i 

/ 2 ** * ft. i ♦ *| *"„T * . rl * 

electronically* in perpetuity* world-wide* for ell uses* In ell 
forma* and in nil media* Mather known or unknown in 1933* in 
whatever compilations or composite albums they choose, end to 

"y>;! 

alter* abridge or amend those sounds in any way they deem fit. 
Plaintiffs* hair* of Boasls Smith, have filed this lawsuit charging 
common law copyright infringement* • (Count XXI* par. 37* Second 



MmaM Complaint, 


117A), misappropriation and unfair 



with rsspsct to property intaroata of Bessie Smith in her artistic 


ronditiooa (Count XV, Sooond Amended Coaplaint, USA), and tha 
usa of hor namo, likeness and personality for publicity purposes 

"V 

p Iv j j . m T m - * • - * , j r , 

(Count V, Secon d Mended Complaint, 130A) and other oounta not 

+ ? t * i a « w v ,r wiia. . 


tha sObjact of this appeal. 

■\VwV% * ^ , •* *%, * -V-■ 

Dafendanm filed a Notion to Disari aa Plaintiffs 1 coaplaint 


or. In the Alternative for Siamary Judgment ufttloh the Court 

I ’ T * JJ?, 1 ■* ( 

Ittil ^ i " r t , ^ N . 

granted in Defendant 1 a favor aa to all oounta. 

*‘‘ m : ;• . -<4 .--v 

Per purposes of the Notion to Dismiss, Plaintiffs 
admlted that Boasio Smith did receive a small flat foe sum for 


each recording made and accepted by Coluadria'a predecessor, but 
plaintiffs vigorously contested that any written contracts ware 

t 

aver signed be t wee n Bessie Smith end Columbia. Defendants, In 

, ' * U k ’ ^ 

response to dieoovery requests, harm not been able to produeo any 

-1 a •• F 

such aignod recording controet agreements. Accordingly for purposes 

of the trial court decision and appellate review, the claims 

* *■ 

raised by plaintiffs must ho determined in the context of executed 
transections (recorded on ledger sheets) without any express 

m - - r t 

written contractual clause a governing what rights Bessie Smith 
transferred and what rights aha reserved each time she received a 

f c, * ^ e (i _f ■* * 

email flat fee for a recording to bo commercially sold m a 71 rpm 

* ». 

record disc. Plaintiffs cross filed for partial eunmary judgment 


which the court denied. 

^ f“fT % ♦ in -jt 9 ' i a 

Plaintiffs have appealed the dismissal of Count XXX 
insofar as the common low copyright righto of Be sale Smith ££ £ 

ti - - | 

performing artist (in contrast to rights aa a song composer) are 
involved. Plaintiffe have also appealed the dismissal generally 














of Count XV 
Count V (nli 
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BBB g MW" 

; rrr • - _ +► j *• 

TIm hairs of Basils Bnith contand that whan Basils 

t ; Mtf' * j. « ., ^ ' --» 4 % 

Salth motived nail flat faa aw fro* Columbia for oaeh aon« 

-T 

■ha recorded for 74 rpa racords during 1*21 to ltll# aha did not 
trana far har rights to Colwfela to laaua as lac tad owl lotions or 
ccayositas of har raoordad songs la long playing album In subaa- 
quant years, or to have Colunbia unilaterally grant 1 leans as to 
other record coopanles for eoopanaatlon to use 1 or aore of har 
recorded songs in long playing records, t sma rt up with songs by 

(!.< ' a' 

other artiste, without consent fro* or eoopanaatlon to har or her 
hairs. Because there are no signed recording contracts governing 

v ■ r. , 

the relationship befewean Bessie Baith and Oolunbla, and, in fact, 
it la undisputed that tha laat 4 recordings mra *ade by Bassia 

* 5/J t 

Salth for Colmbia pursuant to a verbal agreemnt, this appeal 
raises tha laaua of what rights are tramferred and what rights ara 
rassrvad by a recording artist who ia paid a a*a 

«■i- - 

recording, with no other property rights being eapreaaly discussed. 
Plaintiffa Maintain that the factual clreuaataneas under idiich tha 

. ": a m 

original ooaatruetiva contracts wan hade and performed, tha 
custosi and practice of Coluahla (CBS) currently in Obtaining tha 
consent of the recording artist before coupling tha artist's 
recordings with other songs in long playing album, and tha uni* 
foralty and pre-eaptive nature of reoent Copyright net of 1974 
provisions which now enoo^teas sound recordings, all support 
plaintiffs* contention that apart fro* rights tramferred to 
colunbia to produce and aall individual sound recordings, Bessie 
salth did not transfer har onion law artistic property rights to 

Colunbia, to taka those asm recordings and without her consent, 
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V % 


cnattf prodyes and oflMueiillf Mil thou in long playing 
collected or aaeenbled vtrtioni« or to adapt than to make deriva¬ 
tive works froa than* 

Moreover, Mss is smith aa Mprass of ths Blues had a 

1 1 a * * 1 ' ! e*'W ft" I _ 4 J m 

'j-’i v ' ** *, * a" * - v ^ . 

■oat uniqua singing atyla and quality whan aha raoordsd or performed, 
when Columbia iasusd a four long-playing record sarias of BMaie's 
racordad aonga In 1155, without tha oonaant of Baaala's haIra, 
col tabla added "echo* and other extraneous Bounds to create a 
so-called high fidelity affect, hut Which, on the contrary, signi¬ 
ficantly altered and distorted tha uniqua singing quality of 
which Bessie Baaed her artistic reputation* Plaintiffa waintain 
that Columbia had no rights without plaintiffa' oonaant, to 
create, produce and oosawrelally Mil these adaptations derived 
front her original works. Kven if Oolunbia did poaaeee soon rights 
to oaks a new adaptation of her aonga* Oolunbia had no right to do 
it in tha die tor ting and disparaging nannar which they did* 

i. 4 

Plaintiffa seek an injunction against defendant and 
and accounting, under theories of defendant*a violation of oaraon 
law copyright rights, misappropriation, unfair ocmpetition, and 
related principles. 
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PLAINTIFFS, (1) TMB 

OF V un 

■TATI IN 1*)?, 

n 


TZVB OF m ESTATE 


OF 

(a) 

TO 


TIBIA ADOPTED BOA, AM HAL 



Plaintiff* in this *uit Include Willi** D. Burris, 
Executor for tha Batata of John Gea, Sr. Zt i* undisputed that 
Jack Gaa, Sr* wax narried to Baaaia Smith up to the tine of her 
death intostate in 1917. Tha trial court record includes a copy 
of their Philadelphia marriage license. Zt also includee 2 
mechanical lieanaoa for Baaaia 1 * aonga given in 1940 fra* Jack 
Oee, Sr. to Columbia, and a 1992 assignment agraaasnt by Jack 

r 

Gee. Sr. to Eapraas Music Co* (on* of the original defendants) 
in which ha conveyed all Ms present and future copyright rights 


in songs couponed by (in contrast to performed by) Baaale 8*1 th, 
thus being recognised by tha copyright office and a commercial 
publishing company aa the rightful hair of those copyrights. 

The second plaintiff in this suit is Jack Gee, Jr., the 
adopted son of the marriage. Tha record below includes a copy of 

^7 „ 1 ' S f % 

the will of Jack Gee, Sr., which re fere axpreaaly to Jack Goa, Jr. 
aa "my son." (Newberg Affidavit, 274A). Baaaia smith was not 
known to have had any other children during her lifetime. 

Artistic rend!tlone that are embodied In recording! or 
fllma repreaant property interests of tha artist giving riss to a 
bundle of rights, it tore v. PMlco Television Broadens ting , 229 
r.2d 411 (3rd Cir. 1956) cert. dan. 151 u.S. 926 (1956), and are 


descendable to th* extant euch interests are not tranafarrod to 
others inter vivos. 19 Am. Jur»2d Copyright and Litarary Proparty 

__ _ _ _ _ _ 4 

• See Newberg Second Supplemental Affidavit, par. 4, 27GA. 
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J7 at n. II. Cf. Copyright Act of 1978* 17 U.B.C. 91302(a)* SOS 
(Copyright in works* including sound recordlogs* subsists from 
their creation for s taro consisting of the life of the author/ 
artist and 50 years thereafter.) 

Biatilarly* the right in an individual's naan and likanesa 
is a valid property right which ia transferable and survives death. 
factors Etc. Inc , v. Pro Arts Inc .. 444 P. Bupp. 218 (t.D. H.Y. 

1977) aff'd 578 P.2d 215 (2nd Cir. 1978) cert den. 99 B.Ct. 1215 
(1979)1 Price v. Hal Roach Studios Inc .. 400 P. 8upp. 836 (B.D. 

N.y. 1975)i Wanohla Pavel e v e n t Poundation v. Pactors Btc. Inc ., 

441 F. Supp 132S (tf.D. Tarn. 1977) aff'd 579 P.2d 1391 <6th Cir. 

1978) . Cf. Lugosi v. Universal Pictures . 139 Cal. Rep. 35 (Cal. 

App. 1977) (appeal to Supreaw Court of California pending) ! 

Guallelnl v. Bpelling-Coldbero Productions . 2nd Civ. 49773 (Cal. 
ct. App. 2nd App. Diet. 1977) (appeal pending). Under ease law* 
the right of publicity la perpetual and is not pre-empted by 

' Jr ■ f 

federal law* Paetora Btc. Inc , v. Pro Arts Inc ., supra* n. 17? 
Price v. Hal Roach Btudloe Inc ., supra, at n. 20. 

Plaintiffs have inherited property rights in the 
artistic renditions* nans* likeness and reputation of Bessie Smith 

U 1* ‘ “ . ‘ “ . * "* 4 S| ^ ~ 

as a performing artist* to tha extant aha has not specifically 
transferred or assigned those rights to others during her lifetime. 
Plaintiffs sre asssrtlng that following Bessie's death* defendants 
posthumously misappropriated end are misappropriating plaintiffs' 
inherited property rights. Mhatsver nay ultimately be deteradned 
to bs the merits of the claims they allege* they ere the real 

I 

partlas In interest to assart than within tha naanlng of P.R.Clv.P. 
17. Tha district court's alternate holding to tha contrary with 
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reference to Count ZV of the Second Mended Ctmg>laint (unfair 
competition) la in error in light of these circumstances. (Slip 
opinion, 349A). The claims which are the subject of this appeal 
did not arise until defendant's actions starting approximately 
in 1951, many years after Bessie Smith died in 1937, and did not 
accrue during her lifetime. The district court's disoussion of 
the Pennsylvania Survival Statute, (Slip opinion, 391h), is 

I ^ 

Inapplicable to such descendable property interests on which the 
causes of action arose after the inheritance ess implemented. 

finally, F.B.Civ.P. 17(a) prohibits diMiaaal of an 

i f 

action on the grounds that the reel party in intarest is not a 
party to the action* The trial court further erred in not affording 
plaintiffs leave to amend (which they were and are prepared to do 
if necessary) to eubatituta Bessie smith's personal representative 

y 

as plaintiff. 

For ell of the foregoing reaeons, plaintiffs are real 
parties in interest to assart claims to protect their inherited 
property intereats from misappropriation, unfair competition, 
violation of ocanmn law copyright, and related tort and contract 
doctrines. 

v - ^ 

This Court can take judicial notioe that an order dated 
November 33, 1977 wee signed by Judge Jamison in proceedings 
Zn Be Kstate of lassie Belth, No. 1195 November Term 1977, 

Court of "Camion fleas of Philadelphia County, authorising the 
Regiatar of Nilla to grant bettera of Administration to the 
persona entitled thereto, and that pursuant to a Petition for 
Lattare of Administration filed November 33, 1977 fay J«ok 
Gee, Jr. and Killian D. Harris, Require, Executor for the 
Estate of John dee, Br., petitions have bean granted sueh 
Letters of Adninietration for the Batata of Bessie Belth 
for suit purposes. 
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payment or nominal fiat r 

I* 1TOY DZD 


KIOTO RAVE OBTAIKED BY 

m vo man 

HOT INCLUDE 


WITHOUT TOP COHSBHT AND^H 
HSR HUM 10 ELECTION ICALLY 


10 SIR OR 

m- 


C0HRILATI0H8 OP DRPSHOATO'l CHOOSING - COMPRISING 
SITU SR BBSSXE'S RENDITIONS EXCLUSIVELY OB HUB 

moss or ottor pirportors - por puapotos or maxzmo 

AMD COMMERCIALLY BILLING HEW LP ALBUMS._ 


Defendant Columbia paid a flat faa priea of aodaat else 
at bast to Baaala Smith la raturn for bar agreement to raoord songs 
for 78 rpa raeorda which ware covsarclally sold at 75# aach (or 
35f for har laat four rooordlitgs in 1933 on Okah label, Columbia's 
"budget" label). This appeal raiaaa the iaaua of what riphta 
Baaala Smith gave Columbia and what righta Baaala Smith retained 
by virtue of theee transactions. While sound recordings ware not 
copyrightable until the Sound Recording Act (ms nrtm s n ta of 1971 , 
effective February 15, 1973, F.L. 92-140, now further amended by 
the copyright Act of 1974 , 17 O.S.C. |»101 at aeq., the property 
interests in such sound recordings fined before 1972, ware accorded 
protection analogous to statutory copyright under state law 
judicial prscadanta utilising such doctrines as ooamon law copy¬ 
right, misappropriation, unfair competition, breach of contract, 

breach of privacy, publicity righta and other related equitable 

# 

and criminal law doatrinea. Jondura Mualc Publishing Co. Inc v. 
Melody Recording^ fan .. 304 F.2d 392 (3rd Clr. 1974) oart. don. 

421 U.S. 1012, 95 S.Ct* 3417, 44 L*Bd.2d CIO (19?S)f Heilman v Bill , 
5(3 r.2d 373 (7th Cir. 1979) oart. dan. 99 S.Ct. 1499 (1979)* 

HB 

Thus, under the common law of moat states, an owner of an 
artistic property, such as an artist's rendition of a song for 
recording purposes fined before 1972, has a bundle of exclusive 
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* 


rights in that property which can be uaed for eeverel and wptrati 

• * 

purposes Including reproduction, adaptation, publication and Mlf» 

^ b'0^'fB t 4 i ^ » _* ■ a ’ 1 ^ 

ccMgiilation or coupling# broadcasting on radio or television# 
using it to aaonspsny a dranatisation or notion picture ("fils 
synchronisation”)# using it for specific geographical arses and 
during spaeiflc tine period a. There are a vast mmbar of 
other poaeibla usas of a eingle artietic perforaence which has been 
embodied in the tangible fora of a sound recording, issues 
raised in this appeal conesm only whsthar in the courea of 
Bessie smith's dealings with Colunbia# she retained the right 
individually to sake and aell compilations of her r eco r ded songs 
years later, to oouple and sail tier recorded songs with other 

T ^_i"' • =‘- * w “ ' # .a « / 

artists, and to make adaptations or derivative works f«s her 

1 1 

recorded renditions* 

Possessing a bundle of rights# the artist in any parties- 

if* "t -T: 5, ■ v * *■" 

lsr transaction for consideration# nay give only s partial right 
to use the protected work in a particular manner, place or tine, 

1 i " 

or for particular purposes upon such terms and conditions as nay 
be agreed upon. See Copyright and Literature Properly# II M. Jur. 
2d |92. Whet has been assigned in any particular trensaction is a 
question of fsot# "each eaaa depending upon its own norite and 
where the rights of tha parties are to be resolved by ijg>lioatioo, * 
Id., 111. cf. Bouse Report Mo* *4-1474# September 3# 1*7«# 1*7* 
U.S. Code Cong. • Admin. News Mil# M74, accompanying S. 22, 
(-Copyright Act of 197*”)# describing 1106 -Rxoluelve Rights in 
Copyrighted Works” t 

-Bach of tha five enumerated rights may be 
subdivided indefinitely and . . . each subdivision 
of an exclusive right may be owned and enforced 
separately.” 
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"• J l '£ . r 1 m 

■ .,-rf-vr /> * - * V ' ' , ‘ 

i► ' i* •*’ r “jf *• 1 •'.<£'* 

For purpoMi of 4*fondant's aotlen to diai>a« or altanativtly 

1 fIklK dhlsl, trffc , »• • *x 

for summery judgment# we an do*ling with essentially mbil eon- 

fc f 4- - ’ , ' ' 9 

tract* without raUinca by dafwdant on any written instrument for 

f < f a _ 

puipowa of tho Motion* (Dafandant'a brief in Support of Motion 

r -» 

to Diaaiiaai et 21). In light of tho fact that recordings by 
Baaeia Snlth for Columbia Kaeorda both in the beginning of bar earner 
and for her last recordings warn wade pursuant to verbal contract 
arrangements, and in light of the foot that Columbia has not bean 
able to produce in discovery to data# any contracts bearing the 

Ukrrart ' i 

signature of Bessie Smith with respect to her recording perfor¬ 
mance*, Columbia's framing of its Notion to Disadss outside of 
the scope of any purported written agreement*# is understandable. 

In its putative answer to the Beoond amended Complaint, at para¬ 
graph. 22# 135A dafsndant admits that Baaeia Smith's four rscold¬ 
ings in 1933 for whloh she was paid 1)7.10 per aide# war* made 

_ M. , 

"pursuant to a varbal contract between her and Hammond. This was 
confirmed fay Nsamond directly during his deposition. (4)1A). 

In addition# paragraph 23 of Plaintiffs' Ba con d 
Amended Complaint (at IOTA) Identifies eight recordings by Bessie 
Smith during her first sessions with Colwfala Records, for which 

4 y‘ ' v 7‘ O ’ ■ * r 

Columbia ledger sheets Mow that no contract was in force between 

l 1 

Bessie end Col table Records. Deposition of Chria Albertson# who 
interpreted the ledger sheets of coliaMbia for this period# reveals 
his belief that any records made before the first data shown as 
the contract data for Columbia# ware made pursuant to verbal 
contracts only. (Deposition Tr. at C75 a). Thus# what was trans¬ 
ferred by way of rights in artistic properties in tho contractual 
arrangements between Columbia Records and Beanie Smith, depends 

- IS - 
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upon the Intent of the portion ond oil tho surrounding clrcuostenons 
including conduct ond statue of tho parties, custom ond practices 
of the trade, considerations paid, ond analogous principles under¬ 
lying transfers of rights protected by fodaral copyright statutes* 

In a notion to dissdss, facts alleged or on the record 
“from any other oouroe end all reasonable inferences therefron 
must be viewed in the light cost favorable to the plaintiff.” 
tttore v. Philco Television Broadcasting Corn .. 231 r* 2d 4tl, 414 
(3rd Cir. 1954) cert. den. 3S1 U.8. 924 (1994). In defendant's 
summary judgment notion, plaintiffs* sllsgstions nust be taken as 
true, the record met be read in the light noet favorable to plain¬ 
tiffs, and any doubta about conflicts of facts nust be reeolved 
in favor of plaintiffs. 10 Wright a Miller 12714 (1973 ed.)i 
Kaufman v. Solemn . 924 P.2d 901 n. 1 (3rd Cir. 1975) 

Paotual Circumstances of the Parties and 
Recording Transactions 

8cm of the circumstances alleged in Plaintiffs* Second 

* 

Amended Complaint, most of Which are undisputed. Include the fact 
that Bessie Smith end her husband had no forml education or 
minimal education, and warn unsophisticated in legal matters (102A)j 
that Prank Walker served simultaneously as Recording Director for 
Columbia Records and as Rsssie Smith's manager with reference to 
her recording relationships with Coluabla (102A-105A| see also 
Answers of CRS to Plaintiffs* Interrogatories, Nos. 7 and 10, (9A)| 

' ’ * P 

Liner Notes on Rsoord Jacket for "the Bessie Smith Story - Vol. 1”, 
("Bessie had the rare good fortune of having a scrupulously honest 
man as her manager . . • Prank Walker . . .”) M ewb a rg Affidavit, 
161A)r that a fiduciary relationship existed between Resale and 








a 


4 i 


Columbia Records, through Prank Walteri that Bessieteith received 
only nominal flat faa paymanta for ter recordings in eoatraat to 
aubatantial faaa and/or royalty afeRRagsmemta morn fitting to a 
a tar artlat of ter atatura <103A)» that all raoordingo mtra nada 

■ * J. ih, •• 

*« * * "a jt || ► 

by Baaaia teith with tte aapraaa understanding that thay would ba 


uaad for tha purpoaa of manufaotura and aala of 71 rpm raoorda 


aalling for 75rf a raoor d i with tte amoption of tte laat 4 raoorda 
which night ba uaad for tha 3Srf bu dget record label f that ate 
received only 137.50 par recording for her laat four reoordinge 
in 1933 pursuant to verbal contract arrangenonta. (10(A). If 


thare la any doubt afaeut theee foots, plaintiffe moat be afforded 
an opportunity to prove theee end otter ciroinmtancas at trial in 
order to show the Intent of tte parties concerning what rights, if 
any, ware contemplated to be assigned from Beeele teith to 
Columbia Records in return for theee nominal flat faa payments. 

At this preliminary litigation stage# these foots must ba taken 
as true. Plaintiffs have alao shown the relatively primitive nature 

of technology in tte recording industry, in contrast to today's 

,, ' V i . . / 

nodern engineering feats which include 33 1/3 rpm long playing 

f * m ■ w * | ,. 

record albums, additional means for marketing such re cor d e d parfor- 

f » ' 

tees through • track tape and cartridges, as wall aa otter madia 


in which auch renditions may ba broadcast or enhibited, such as 

i/ 

radio, telavlalon and motion picture films. Tte Court wee 


i 1 




asked to raconatruot what waa intended or omtt^litad by the parties 

i.%. ■ _ 

to these contreotual arrangements made during 1923 to 1933 by 
looking at ell of tte oirounstanoee, including tte faot that eollao- 

I# t „• - . 

tiona of popular songs on long playing records were non-existent 


in the recording industry at that time period. (Me Albertson 

- . 

Second Amended Complaint, 94A-9IA. 
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Deposition Tr. illA and 674A) and the availability currantly of 

nav forma for commercial exploitation of auch rooordad parformancea, 
which war* than unknown to tha parties at tha time of their 

1 -J # - fc * 

.Vj* V 4^ ' -'a 

■rrangaMAta. In general, whathar beanie Smith transferred car tain 
11mltad right* or all rights in individual 7V rpm raoorda only, 
or all rights to nabs individual raoorda as wall as compilation 

w‘4 , 

or coupling raoorda« or all rights in perpetuity for all oomnarcial 

a 

exploitation of tha rooordad performance* in all form and media ( 
whether known or unknown, depends on a full consideration of tha 
circumatancee and trade customa, if any, and cannot be earner! ly 
determined in Columbia's favor as a matter of law from tha sola 
fact that hassle received a small flat faa am from Columbia for 
each recording made. 

It ia significant that compilations of works in tha 
public domain or of other copyrighted works hava long since bean 
recognised aa unique and different derivative worka, aligibls far 

*■ a ^3 '*4 * , e 

statutory copyright protection, 17 O.S.C, (7. Compilations of 
recordad songs are now eligible for federal copyright protection 
under tha new revised Copyright hot, 17 U.f.C* fflOl, 102(7), 101, 

i * 235-P- ' J Uf p | - ■ t • ^ 

The general Copyright Aot, 17 0.8.C, §7 and tha revised Copyright 
Act, f103 , provida that one who arranges a compilation or oollec- 
tive work mat obtain tha consent of tha owner of underlying worka 

1 i . *i i 

which are not otharwim in tha public domain. While these provi- 

'i. 

* Su* * 

aiona do not anawar tha quaation who retains tha rights to tha 
recorded renditions ovar and abova tha original 71 rpm raoorda 
produced - hassle Smith or Columbia - they do suggest that compila¬ 
tions or collections of songs constitute the creation of something 
significantly different from tha recording and manufacture of 
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I 


l 


\ 


t, . I 


I [ 


of singles. Nn f the 


May equal tha total of ita porta 


thi 


1 I 4 L M. 1 

ticelly, but tha product la lawfully recognised aa being 


■ A 


*-* * 


a diffaraat and original ana than aach of tha ooparata parta 


and haa an obviously anhancad economic value. Zf one ooapilas 

I > i_ ’ # * - . 11 

worka of another without permission of the author of such works, 

# 

this equals an infringement and can be enjoined. Mo Mi lain v. 

I fa l”"‘ I 

hell . 593 Md 373, 377 (7th Clr. 1979) cart. den. 99 S.Ct. 1499 
(1979)i national Geographic Moiety v. Clear 1 fled Qao a ra ohlo Inc 
37 F. hupp. CSS (D. Nana. 1939). 

Further, the ooupling or assembling of recorded conga 


•» 


on long-playing records or tapes without tha oonaont of the artist 


who recorded tha songs, takes on a special significance affecting 


the reputation and eeoncsde interests of the artist, that distin¬ 


guishes such collective recordings even (ns literary anthologies. 


in practical affects. It is important for a recording artist to 

' ■ . .4 N % ■ » * ■ *4 ► ^ j ' f # 

be able to control when and in what fora any combination or 


collection or his or her recorded renditions are 


exclusively the perf 


'a renditions, or in combination with 


other vocalists. This will affect tha reputation of tha artist, 

*V"' . -i ■ s* - ’’ 

J „ * I " * * ** * 

11 as the preservation of the pecuniary interest a of the 


artist in such renditions, Xn most artist*a contracts baaed on 

' if 1* * *' ,■ 

a * h 

royalty arrangements, royalty arrangements are baaed on retail 

f -■ ry 4 i j g| r .i 

-ft* “ I- ^ % . . . . ■ 

or wholesale price of records and record albimw to tha public, so 

*• «V’>i ' ' r i V ' %'i 5 - **■+' 4% i 

that a compilation record at a list price of 99.99 or 99.99, for 


\ 


le, would be proportionally protected economically for the 
artist, aa would bo the pecuniary interests for royalties in a 

i * fi/Tr, * ’ J J- 1 

single record on 79 rpm or 45 rpu. Ibis, of oourao, would not 


apply if the artist retained no rights for future 
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•xploiUtloR of tor or tor renditions, of tor rooolpt of to initial 
flat foa payamti 

Carnot tons of srtiat/produaer oontracts be t wee n 

: 13 * 5519 * ! ' 

Coluobla and recording artists and ttoir produosrs arc revealing 
In that tto recording artist is protoctod by royalties Cor a wide 
variety of different uses of recorded renditions, they farther 
require the express consent of tto artist before Colmbia (CBS) 
will be able to couple a rendition by the artist with s rendition 
fay any other artist on a pop alngls, or before Colunbia will be 
able to couple acre than two neater recordings on any other disc 
record. This currant fom of artist/produoer contract need by 

a, * ]Y1 * *. , • * ■■ ' • . h'T. . 

* fc,' ^ * if 9 

Colunbia is attaotod as an exhibit to tto affidavit of Herbert B. 

Nsvberg (1»2A), and in Section 7.04 of that agreement, it provides! 

"During the terns of this agreement, in 
respect of Beeorde nanufeatured for sale in tto , 

United Stateai (a) CBS will not couple Master 
neoordings recorded here un der with Muster to- 
cor dings not embodying tto Artist's psrfomancss 
on "pop singles”! end (b) exespt in respect of 
(1) promotional Record*, and (2) program for 
use on publlo transportation carriers and facili¬ 
ties, CBS will not coup Is eora than two Master 
heoordings recorded Mrsendor on any other disc 
Record, without your oonsent." 

in an article written for a Practising Law Conference, 
Course Chairmen Donald B. Blederman, Osnaral Attorney for CBS, Znc. 
discussed "Cueternary Contract Patterns and Problms in tto 
Recording Industry*# printed in ^soal and Business Probl— of tto 
Record Industry 1074 (N.7.C. Practising Law Institute 1074), 0 at 
aaq. In that article co-authored by Mr* Biedormn and Mloholaa 
Gordon (presumably taff counsel at CBS), there are several parts 

* * *ljLi_ h I ’ f 4, 1 1 

• V i * j» I 1 

that stress where an artist will sash to limit the recording 

. * (jf i *• 

* Xm * ■v a* . 

company's rights in recordings in order to preserve t h ose righto 

-to - 
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(or the artist-or Ills 


her 


"Artlot will 
•xoloilvlty in the 




17* 


coat recordings and 

I a 1 sskA^anJi. A 1 


to Halt 
of TV and 
and off*! 
video caaeetto or other 


Page 33* 

"Artieta ' attitudee toward there ancillary 
uses alro vary* eooe have welcooed the 
and exposore attendant upon inclusion of a 
band in a ’ prose tlonal' albun, while earn 
entirely hoetlle to any coopling of their 
recordings with those of other artieta.• 

in discussing artist's oonpenaation, the artlola states 

a 14 ^'s t *'* r * * J 1 - f ! ^ v , 

that "virtually all contracts provide for paynent to Artist of 
royalties on net sales of hie reoords*" (Id. at 33), and then 
continues to note that Artiste nay seek restrictions on use* or 

* ■ - TJn5TL- iP ^r ■ . . t * v 1 * "m t ,jT i. i v* • JR** L ’* 

4 * ,1 ' - , f /j * i * »'* - * 

delay in use after Initial release of epee is 1 products, such as 

T 1 ", r 

nostalgia album offered on radio or TV, special labels 


label usage, record club sales and the like. (Id* at 3S) 

n ?*•,*. t .* ;, r 

This oourt in ttore v. Phi loo Television hroadoastiiu 

1 . •" ' J . ; F •- Jpr-r- T ' 7 * r 

Corp .i supra, 333 P.2d at 4S7, held that* 

"(if an ertlatle product is uasd by ths liesnsos) 
for mm use other than that (or which it wna 
intended by the perfomsr and the entrepreneur, 

(the produot) . . . ia anployad In nuoh a way 
aa to deprive the perfomer of hie right to con* 
pen vat Ion for the now use of the product* It 
ia uaual today to provide specifically by con¬ 
tract between the perfomer and the entrepre¬ 
neur as to what usee the produot nay ha putj so 
aa to services performed and product node in the 
future, the issues presented by the case at bar 
will beoone largely aoadasklo." 


in Ittore there wee no contractual limitation on the use of notio n 
picture rights granted by a prise fighter for the flining of n 
fight performance. The court went on to grant relief to the prise 
fighter, nevertheless, holding that television is e new nedli 


- 31 






(or pmmtttleii of Motion pictures 
clnl existence at tha tin Ettora na 


om that w 

>i i 


not In 



hit contraot.* (at 4991. 


Mora important, tha third Circuit in Ettora traatad tha allanoa of 
tha contract with rafaranca to tha particular non sought by tha 

t I » ‘ t . I' Jil 4 | . M 

f t r . * 

da f and ant, aa aqulvalant to tha reservation by tha parforaar of 


auch right* by virtue of principles of baalc fairness, the court 


heldt ■■ , 

"Fairness would sera to require that a court 
treat the absence of the now or unknown Media, 
television in tha instant ease, aa about tha 
aqulvalant of a reservation against tha use of 
tha work product of the artist or parforaar by 
a known asdira, radio broadcasting in Haring'a 

ClMa m 

(229 P.3d at 4911 

Aa tha court recognised la kttoro , fairness to tha 
srtist requires that whan s new coanercial use of tha artlat'a 
performance la aada by a licensee pursuant to a contract idtloh is 
silent with respect to rsuunegation for that new use, than it will 
be preiisaed that tha artlat retained tha property interest in those 
rights for purposea of controlling their future use, and for 
reaping the rewards of his or her labors. Ms n ners v. Morosco , 292 
D.S. 317, 40 S.Ct. 335, 334, *4 L.*d.2d 590 (1920) (Bolass, J.) 


(right to perform play dose not aqual right to raproduoa it) t 


Homan v 



193 Nd. 


514, *9 A.2d 455, 459 


(1949) (right to broadcast prise fight on radio did not aqual 

♦ \| Jm * f- %- ' 1 Vi 

right of lioonaoa to broadoaot it on tslsviaion)i Epoch Pr oducing 
Corp . v, KllliBM Shows Ino ., 522 F.2d 737, 746 n. 7 (2nd Cir. 1975) 
(s general transfer by an author of an original copyright without 
Mention of renewal rights, conveys no interest in tha renewal 
rights without proof of a contrary intention). Pennsylvania and 













M ■ i_ 

New York l«w la to tho hm effect. ittora . mpra f >29 T.2& 
at 495, 492-931 Waring v. WPAS Broadcasting Station Inc.. 327 N. 


413 , 


194 A. 



•31 (1937)| 


Inc* 





Com .. 221 P.M 997 (2nd Clr. 19B9)i Watropolltan Ooora Aaan . v. 
Wagnar-Wlchols Baoorder Co .. 199 Mice. 7IC« 101 I.T.I.M 493 
(Sup. Ct. 1959)» aff'd >79 App. Mf. 432 # 107 W.Y.S.Jd 795 (1951). 

Accordingly, ovon if Columbia Records la daesnd to 

■y'"*f iT. jp >-, 4 1 

Hava obtained fra Waaalo laith a general transfer of oil rights 

7~ 4* | _ “a - * 

^ i % tfr** - ■t ■ | -* 

In her renditions on 79 rpa records, o conclusion which cannot 

n-T f 1 

• ■ ^ r £- ; - v 

be predetermined until all of tits eirotSMtattoos have boon eon- 

e + %^BTwtJS T Jh ■ « ■ . ' l . * r _ ■ 

4 * r^r ft . ' ‘ - < - - ■» 1. 

, i y 1 / 

siderad, than as a natter of law, it la aanlfoat that Oolunbia still 
would not have obtained the lawful right to ornate long playing 

t - %* * * ' f . 

record albtau consisting of oollaotions of her songs exclusively 

1 hs f r 

or in connection with other artists, without the consent of Bessie 
or her heirs, unless Coltssbia can further show that solely in 
return, for exam la# for a payee nt of 937.50 for a particular rendl- 

e 

tion, it obtained all rights in perpetuity for all ooensrolal uses 
of that rendition in any and all naans and In any and all media, 

* ' §■. IT *• * 

whether known or unknown at the tins of the contractual arrange- 



« I 
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Past Actions of oolunbia Support Plaintiffs' 



Nodem technology foe duplicating recordings has orested 
an enormous problem of record piracy. Suits by musical composers, 
performing artists, and record mmufacturers, have nil resulted 


in relief against such unauthorised duplication of sound recordings 
in disc, tape or cartridge font, on the rationale that musical 
composers, artists and record nanufaoturero, all have pecuniary 











interacts ntitlad to pro taction nadar eoaon low* Mwy statoa 
have mn pnitd criminal atatutoc making auoh record piracy a 

» vj » ■ 

criminal offense. CM, Ino., the defendant ha rain, has baan a 
frequent plaintiff In auoh actlona to anjoln record piracy, ba- 
cauaa obviously defendant haa a major pecuniary investment in ita 
recordings which la being unlawfully misappropriated. Apart from 

- —• * - v ■ . j- * ■ ,, 

the fact that suits Involving the unlawful use of records by 
record pirates invoke the aaaa rationale on misappropriation of 
property interests aa do oaaaa involving the misappropriation of 
property interests by record manufacturers and other licensees 
vie-a-vle performing artiete f itters , supra), defendant haa ropre* 

, * - a * ftT- IH - , ? J. .iij 

▼ VI 3 jt •Tp— •» p 7 — f * J «i. 

aantad before many courts in auoh piracy oaaaa that defendant ia 

* ■ . 

* - ii 'fry ■ « « , jf fc T " |t Hi -i .+« t * , j rj ? i^i 'i^L% 

required to pay royalties to tha performing artists, with royalties 
being paid on tha recording'a original release end on re-re lease* 
in singles or in album. Me Mercury neoord Productions lag. v 
Economic Consultants Ino ., Ill U.1,9,0* 359, ICO (Mia. Cup* Ct. 
1974) (CM as co-plaintiff tastifiea in that suit to anjoln r ec or d 
pirating, tha CIS ra-reloasaa many eld songs on both single 

- y- . . 

.. r * i 

records and in albums, that plaintiffs pay royalties to tha per¬ 
forming artists and bo certain musician trust funds, and that 
"these royalties are paid on tha recording'a original release and 

' jin.'**■!>’) / I ,* , y f **' 

on re-releases in singles or in albums.")t accordt Columbia 

» » 1 ~ ■ J r • a . i j 

‘ - *".« # • I* r " r , , A + _ I . t . -_4 , | ». 

I I, r ‘ . ** i i | '1 • ' J- ^ A M 

broadcasting lyatam Inc , v. Splaa , 1C7 U.S.P.O. 492 (Ill. Cir. Ct. 

7 /T ■ 1 ^VISirV , r r * •! 1 

cook Co. 1970)i coltmbla nroadoastlno Byatee Inc , v. Custom 
according Co»any Ino .. 174 U.I.P.Q, 909 (9.C. Sup. Ct, 1972) 

e * 

("Upon the sale of its recordings, CM becomes liable to pay Sees 

*Zjp3s V ’’ ~ ’ ‘ F - « - 0 -»V £ r 

to dssignatod trustees for the benefit of performing artiete end 












musicians, and also baconss liabla to pay specified royaltlaa to 

a^- * 1 ! ^ 

tha art lata whoa# performances an enbolded therein.•)» MUfl 
aroadoaatina Svatasi Inc * a. Hew—n , H4 D.l.1.0. It (0,C, R.Nn. 
1974)• Nor ia tha uatlwful alaappropriatlon of raoorda atrictly a 
modem problem. In Fonotopia Ltd * a. Brad lay , 171 f< 991 (B.D* B.Y, 
1909), Columbia Phonograph company, pradacaaaor of dafandant ha rain, 
vii a co-plaintiff seeking to enjoin tha alaappropriatlon of thalr 
sound record Inga. In aupport of thalr claiaa, Col—bia alleged 
with rafaranpa to raoorda which it manufactured and aold that it 
had to pay a royalty "to tha artiat originally —king tha record." 
(at 953-954). Thus, Ooluabla haa frequently proclaimed in a coart 
of law that it la entitled to prote c tio n agalart pirating of lta 
aound recording! because, Inter alia, of lta large imreataant in 

thoaa recording! arleing from ita obligation to pay royaltie a to 

■ : Vv' • 

tha parfoxaara originally netting the record. 

Finally, daring tha dapoaitlon of John Ba—ond, Columbia 

* -C “ * \ «- - 1 4 * i * * **■ j , 

executive and co-prodeoer of raoant ra-iaaaaa of Baaaio dnith 

1 . h - ■ , , • , - * ** " ■ - ■ h 

racorda, Mr. lanond teat if lad that with reepaot to at least four 
other recording artiste for Colunbia, Colunbia voluntarily undertook 
to enter into a royalty arrangement forre-leauaa of thalr raoorda, 

,'v ■ ^ * *■ 

though original contract arrangement! with th ose artists did not 
obligate CM to pay auoh royalties* Colunbia Racorda haa agreed to 
pay St royalties to tha artlata or their heirs with respect to 
renditions of Bthal Maters, Leadbally, Bukka White, and Teddy 
Wilson. (Ha—ond Deposition Tr., 12/9/74, at 524-527*). Whether 
these voluntary settlements relating to re •‘Issue a of recordings of 
early artlata ware tha result of legal obligation anticipated by 
colunbia, or otherwise, they era indicative ef tha relief to 
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which plaintiffs ha1lava they ara aatitled to reeolve aa wall. 


r adars! Pre-emption Objectives of Copyright 
dot pf l»7« 

Though not siting Ittore expressly, the legislative 
history of the 1970 Copyright Act, Bouse Report *4-1471, September 3, 

1 Tu t ,. 

1*76, With reference to Section 202, 1076 U.S. Code Cong, a Adain. 
News S739-40, codifies the ittore rationale and states that 1202 
which distinguishes be t wee n ownership of copyright and notarial 
object, when read together with 11204(a) and 301, would create a 
presumption that aa artist idto sells hie or her nanuscript or 
work of art, reserves c ow ma n law property rights without specifically 

,‘i * 

reserving then. This presmption arises ”ainoe a specific written 
conveyance of rights would be required in order for a sale of any 
material object to carry with it a transfer of copyright.* (Id at 
5740). 

The new Copyright Act and its legislative history are 
replete with many previaIona that reserve to the artlet, author 

* , z J T 1 r “ - , ~ 

p w 1 * f " i “ 

or conpoeer any rights not spsolficelly conveyed or transferred in 

■K- • _ , 

writing* For exanplei 

17 U.f.C. 1101 Deflnltione i 

"A 'transfer of oopyrlght ownership* is an 
aaaignenfc. Mortgage, exclusive license, or any 
other conveyance, alienation, or hypothecation 
of e oopyrlght or of any of the exclusive rights 
comprised in e oopyrlght, whether or not it ie 
limited in tine or place of effect, but not 
Including e nonexclusive license.* 

17 u.s.c. 1109 Subject Matter of copyrighti 

Compilations and derivative works 

*(a) The subject natter of copyright ea 
specified by section 102 Includes ccnq>ilations 
end derivative works, hut protection for a work 
employing preexisting Material in which copyright 
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Mbaliti don not Mtmd to any part of the work 
in which such oat*rial has boon used unlawfully* 

fb) Tha copyright in a compilation or 
derivative work extends only to tha natorial 
contributed fay tha author of aueh work* aa dis¬ 
tinguished (na tha preenlating natorial anployed 
in tha work* and doaa not inply any enolualve 
right in tha preenistlng notarial. 9m copyright 
in auoh work la independent of# and doaa not affaot 
or anlarge tha eeope# duration# ownerahip# or 
aubaiatanoa of* any copyright protection in tha 
praeaiuting notarial.* . 

i * 

17 u.f.C. 1201, Ownarahio of Cooyrlaht 

tiva work la diatinot^fron copyright In tha oollao- 
tive work aa a whole# and veata initially in tha 
author of tha contribution* In tha efaeenea of an 
axprees trail a far of the copyright or of any righta 
under it# tha owner of copyright in tha collective 
work ia preauned to have acquired only tha privi¬ 
lege of reproducing and diatribeting the contribu¬ 
tion aa part of that particular collective work# 
any revialon of that collective work, and any later 
collective work in tha aane aeriea. 

(d) Tranafer of Ownerchip .— 

(1) Tha ownerahip of a copyright nay be 
tranafarred in whole or in part by any naana 
of eonvwyanea or by operation of law# and nay 
be bequeathed by will or paaa aa personal 
proparty by tha applicable lawa of inter tata 
succession. 

(2) Any of tha inclusive righta canprlaad 
in a copyright# including any aubdlvialon of 
any of the righta specified by section 106, 
nay be transferred aa provided by clause (1) 
and owned separately. Tha owner of any parti¬ 
cular exclusive right ia entitled# to the intent 
of that right, to all of tha protection and 
renadies accorded to the copyright owner fay 
this title.” 
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17 u.S.C. 1302. Ownership of copyright m 

distinct fro* ownsrahip of 
MWill objiet. 

"Ovnorohlp of • copyright* or of any of tho 
exclusive righto under a copyright* la distinct 
fro* ovnorohlp of any notorial objock in which 
tho work is embodied. Transfer of ownership of 
any mtarial object* Including tho copy or phono- 
record in which tho work la first fixed* dooo 
not of itself convoy any righto in tho copyrighted 
work —bodied In tha object! nor* in the absence 
of an agresoant* dooo transfer of ownership of a 
copyright or of any exclusive rights under a copy¬ 
right convey property righto in any asterla1 
object* * 


The legislative history of tho 1876 Copyright hot* House 

Report No. 84-1478* supra* 1878 U.S. Code* Cong, a Adnln. News 

| 

5684 , 5685* discusses guidelines for educational uses of suele 

to clarify (107 dealing with fair use. Under tho guideline 

heading " Prohibitions ** tho first it— listed lot 

"1. Copying to create or replace or substi¬ 
tute for anthologies, coapllations or collective 
works.* 

These guidelines were for nonprofit copying end use of sound 
recordings. A sinilar reotrictivs guideline for fair use under 
f 107 , was set forth in the legislative history routing to 
Classroo* Copying in Not for Profit Institutions, 1874 U.S. Cods 
Cong, a Main. Nows SCSI* 5683 at per* ZISA. A fortiori* copying 
and use of sound recordings to eresto eonpilotions or colleetiva 
works for coaoMroial profit-waking purposes* should be and la 
prohibited without the consent of the artist* a— Hi—or On 
copyright f306. (If a pre-existing work upon tdileh s collective 
work is based ie protected by copyright* then its unauthorised in¬ 
corporation in a derivative or oolUetlvs work will eonotltute on 

act of inttlng—ent. 
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Copyright Act, 17 U.fl.C. 1301 establishes 


•tarot ion 



statutory copyright laws of the various atataa. Tha effective data 
for federal pre-esption for sound recordings fixed before 


February 15, 1972, has been deferred until the year 2047, unoer 

the provisions of 17 U.S.C. |30l(o)t 

"Kith raspect to sound recordings fixed 
before February 15, 1972, any rights or rmdles 
under the coaaon law or statutes of any State 
shall not be annulled or limited by thi■ title 
until February 15, 2047. The preeeptive provi¬ 
sions of eubeection (al shall *£ ply * “SL SS* 
rights and remedies pertaining to any mm of 
action arising free undertakings conroenced on 
after February 15, 2047. 

provisions of section 303, no sound recording 
fixed before February 13, 1972, shall be i^l« 
to copyright under this title bafore, on, or 
after February 15, 2047." 

The House Heport, supra, 1976 U.8. Code, Cong. 4 Main. Mws 57 

discusses the special problems raised by pirating of prs-1972 

sound recordings idiioh gave riee to 1301(c) * 

"A unique end difficult problen is prsssnted 
with respect to the status of sound recordings 
fixed bafore February 12, 1972, the affective 
of the anendaent bringing rarordlngs fixed * ft “ 
that data under Federal copyright protection. In 

lta testiJsony during the 1975 

DepartsMnt of Justice pointed out that, under 

section 301 as then writteni 

•Thin language could be read as •brogstlng 
the anti-piracy laws now «l“ting in » ' 
relating to pre-February 15, 1972, aouM 
recordings on tbs grounds that thesestatutss 
proscribe activitiea violating rights aquiva 
lent to • * • the exclusive rights within the 
general ecope of copyright.* V* Certainly 
auch a result cannot have been intended for it 
would likely effect the lwediate resurgence 
of piracy of pre-February 15, 1972, aound 
recordings.* 

Tbs Departasnt recose^nded that section 301(b) be 
uled to exclude eound recordings fixed prior to 
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February 15, 1972 from the affect of the pre¬ 
emption. 

The Senate adopted this suggestion than it 
paaaed 8. 22. The reault of the Senate amendment 
would he to leave pre-1972 sound recordings as 
entitled to perpetual protection under State law* 
while post-1972 recordings would eventually fall 
into the public domain aa provided in the bill. 

The Committee recognises that* under recant 
court decisions! pre-1972 recordings are pro¬ 
tected by State statute or common law* and that 
should not all be thrown into the public domain 
instantly upon the coming into effect of the new 
law. H o w ever, It cannot agree that they should 
in effect be accorded perpetual protection* as 
under the Senate amendment* and it has therefore 
revised clause (4) to establish a future date for 
the pre-emption to take effect. The date chosen is 
February IS, 2047, which is 75 years from the 
effective data of the statute extending Federal 
protection to recordings. 

Subsection (c) makes clear that nothing con¬ 
tained in Title 17 annuls or limits any rights or 
raswdlea under any other Federal statute." 


From the foregoing* it is manifest that Congress is 
desirous of achieving a uniformity of copyright law throughout 
the several eta tee, and ultimately abolishing state coamion law of 
copyright. Id. 1976 u.S. Coda* Cong, a Main. Hews 5746* under 
heading "Preemption of State Law”. Conaiatent with thle objective, 
this Court ia urged to adopt the general rationale of the new 

f 

Copyright Set that whatever copyright rights or artistic property 
rights an artist or author has not expressly transferred to e 
third party* the artist or author haa retained. This rationale 
in the new Act oodifiea the eeeenee of this Court's earlier ruling 
in rttoro , supra. 

Accordingly, by its actions in creating compilation or 
collected-aong albums of Bessie Smith's recorded Individual songa 
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and coaawrcially selling this without conaant of or compensation 
to bar or har hairs, Columbia has misappropriated artistic proparty 
rights of Bessie Smith which ware not transfarrad to Columbia 
whan aha raoordad aach eong for a flat faa payment. Plaintiffa 
are claiming raliaf for such misappropriation under doctrines of 
common law copyright, (Count 111, Saoond Amended Complaint), 
unfair competition and related doctrlnea including breach of trust, 
breach of contract, misappropriation or conversion (Count IV). 

To the extent the facta neceaaary to resolve plaintiffa' olalms 
are undisputed, plaintiff* are entitled to judgment on their 
croaa Notion for Suamary Judgment, and the district court'a order 
granting Columbia summary judgment was in error and must be 
reversed. To the extant the facta era disputed, the dismissal of 
the complaint must be reversed, and the matter remanded for trial* 

In like fashion, Columbia misappropriated artistic 
property rights of Basaia smith, whan Columbia without her conaant 
or that of her hairs, created compilation albums, or licensed 
other record companies to create compilation albums, uaing one or 
more song tracks raoordad by Basaia Smith on 7S rpm recordings. 
Plaintiffs era similarly entitled to auammry judgment against 
Columbia on these claims. 
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in. sxanxrxcMT alteration op boonde on tee omowm. 

BESS XI MXTI RECORD ISOS, W DEFENDANT UNO RE- 
RECORDED THOSE RENDITIONS ELECTRONICALLY FOR 
PURPOSES OP NAEINQ AND OOMURCIALLT SELLING HEN 
RECORD ALBUMS, CONSTITUTES A MISA PPROPRIAT ION 
* AMD INFRINGEMENT OP TEE PROPERTY INT ERE STS OF 

THE ARTIST, AMD ACTIONS MUCH EXCEED NRATEVBR 
PERMISSION MAY RAVE BEEN GRANTED ORIGINALLY TO 
COLUMBIA BY BESSIE SMITH,_ — 


In or stoat 1951, Colombia Records released four long 
playing high fidelity album of Bessie Smith's racords as part of 
tha Goldan Era Barioa, antItlad "The Baaale Smith Story in Pour 
Volumes". In 1970 and 1972 Co liable Records issued five new 
double record album constituting tha an tire recorded output of 
Basale Smith. Tha liner notee for the 1971 albias "Bessie ftalth/ 


Any Noant'i Blues" atataa in parti 


■Nith the exception of 20 salaotlona, for which 
usable mtal parts existed at Columbia's Pitmn 
Plant, and six which had to be taken from trans¬ 
fers made in 1951, (with sons echo added), all 
the aslections used in tha tan-reoord Bessie 
Smith re-issue project were taken from original 
ahallac pres a Inga. In rare instances, mlniam 
equalisation wea asployed, but surface noise 
generally reduced or eliminated through the ui 
of a new process, developed by Columbia engineer 
Larry Hiller. Thla system * Which involvea tha 
use of equlpmnt developed for other purposes, 

is noises, but—unlike 
lose not alter tne 

ala added ) 



Plaintiffs oontend that the entire four album releases in 


1951, and the six selections that were transferred to the 1970- 
1972 album releases from this 1951 series, are selections whioh 
have had their recorded signal considerably altered by the addition 
of echo, the use of equalisation and octave filters, and other 
gimnicks designed to create a "high fidelity" record out of old 
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recordings made by relatively primitive MAM. In addition, 
plaintiffs contend that the electronic re-recording of some 


the selections need for the 1970-1972 re-issuee were of fair or 
inferior quality, because ColtMbla was unable to obtain batter 
quality pressings* Their Inclusion in a comprehensive collection 
of Bessie smith recordings eight be admirable from the perspective 
of a record collector, but they undoubtedly compromise the quality 
of the performance of hassle Smith and cannot properly be re¬ 
issued without at least obtaining the consent of her heirs* Cf* 
Hallean v. Sell , 593 F.2d 373, 377 (7th Cir. 1979) cert. den. 

99 S.Ct. 1499 (1979). 

Describing the Improved techniques for the 1970-1972 
Bessie 6mith project in comparison to the techniques used for the 
1951 four record albus reissues, Columbia recognises the earlier 
considerable alteration of the recorded signals in the 1951 series 
and has eliminated as much as possible such giamicks from the 
more recent series. Thus in the liner notes for the recent album 


"Bessie Smlth/Bapty Bed Blues”, it is statedi 


"Cvsry sffort has bean mads to obtain tbs 
bast poaslbla prssslngs of the original recor¬ 
dings and to minimiss surface noiee without 
effecting the Bound of the performance. Over 
e period of a year, more then 500 sides, from 
23 different sources, hava bean trsnsferrsd to 
tape and meticulously processed through a new 
eyetem developed by Colua&la engineer Larry 
Hiller during the early stages of this project. 
This system, which employs equipment that was 



Buch giiichs as 
s tereo we re also si 

it: 




end re-channel 
■ or the " eaaro 
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In several cimi, different pressings fro* 
tht earns aaatar nii« ooBblnad in order feo obtain 
ona aatiafactory version, but in apito of all 
thoaa efforts, it haa baan impossible to Maintain 
an am quality throughout. Some rara recordings 
warn not obtainabla in battar than fair condition 
and, although thair aound haa baan vaatly i*f>r< 
thay atill have dlacarnibla aurfaca noiaa diich 
could not hava baan further reduced without draa- 
tieally altering the character!atlea of the re¬ 
corded signal." 

I17BX (Emphasis added)] 


It la clear that the uaa of aqualiaation and octave filters and 
such gimmicks as the addition of echo, served to "considerably altar 
the recorded signal” and thus to recast, transform or adapt the 
original sounds of Bessie Smith racordlnga for purposes of tha 
1951 album aeriea, part of which was incorporated in tha 1970-72 
series. Such recasting or adapting was more than just a mechanical 


process, and conatltutae a "derivative work” within the meaning 
of copyright law. Baa 17 U.S.C. 1101. Derivative works an 
distinguishable from compiled works (17 U.S.C. fflOl, 103) though 
they may ovarlap. In any event, tha preparation of a derivative 
work baaed on a pre-existing work, la recognised ae a separata 
exclusive right of a copyright owner (aae 17 U.S.C* fl06(2)) and 
any unauthorised uaa of such pra-axisting work not otherwise in 
the public deawln, is an Infringement. 

Moreover, the substantial alteration of the raeorded 


sounds of Beanie Smith*a renditions in such recordings, serve to 
misrepresent the artistic work of Bessie smith, end poor quality 
of ae lections released, stay serve to disparage her professional 

reputation. Ragardlans of what rights Columbia may have obtained 

« 

In connection with contractual arrangements for the original 
racordlnga, it is asttied at cossson law that an artist haa a right 
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to control the artistic Integrity of ths performance of an 

4 

artist fro* any substantial alteration or nisrepresentation. 

Gil11a* v. A—rlean Broadcasting Oos .. 192 U.8.F.Q. 1# 5-6 (2nd 
cir. 1976) (substantial editing of television program exceeds the 
specific purpose of permission to use a copyrighted script in the 
production of a derivative vork)i Cram v. Harris . 191 7.2d 595 
(2nd Cir. 1952) (substantial cutting of original musical work 
constitutes misrepresentation under contract law)j Proutv v. 

National Broadcasting Co .# 26 r. Supp. 265 (D. Hass. 1939)(unfair 
competition theory). Before a court may reach a determination 
concerning substantial alteration of an original performance, the 
court should coMpare both versions# and receive whatever evidence 
is offered concerning the substantiality of the differences. 

Gilliam , supra; Oran a . supra. On this ground of substantial altera¬ 
tion of originally recorded renditions of Bessie Smith# with 
respect to re-letued record album by defendant# plaintiffs have 
stated a cause of action for adaappropriatlon# unfair competition 
and related doctrines. Defendant's Notion to Dismiss or for 
Summary Judgment was erroneously granted pending development of the 
facts supporting these deles. 

In light of foregoing# plaintiffs have eteted oeuaea of 
setion end are entitled to partiel summary judgment under unfair 
rtmpatit inn, misappropriation) common lew copyright end related 
ilonirinss on savsral important and distinctive grounds, These ere 

mmumiiM/ «<sMHM*d in m, Mtsisiy sod ArMstM IrodMot* end 

MMpyHtlia hHhfMMi H mm ft HHfltNWi Huh, |(| HtyMflg l«MI; 

listt IcmIn* iy ill NyepHNfitM m tin Ms, H ( Mih, "Md Mhniiss* slid Hew 
Id St II4| », Kupfsteshi "lights in Hsu Medi*% id it Ml) 
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G. Bodsnhausan, "Protaction of Mifhborlng Right* - , Id at 1S6. 

Sh also the recant comprehensive article by J. Neman, "Performance 
Rights in Sound Recordings", 52 Ten. L.R. 42 (1973)* The district 
court erred in granting Defendant's Motion to Dismiss the Compla i nt 
or in the alternative for Summary Judgment as to commo n law copy¬ 
right in count III, and unfair competition and related grounds In 
Count XV, The district court further erred in denying plaintiffs' 
cross motion for partial summary judgment as to these claims* 

IV. COURT V OP SECOND AMENDED COMPLAINT SITS FORTH 
A VALID CAUSE OF ACTION FOR MISAPPROPRIATION OF 
PROPERTY INTERESTS IN NANI, PERSONALITY, LIKENESS 
AMD PUBLICITY RIGHTS OF MSSIE 1ITH* _ 

It la well settled that the right of publicity of an 
artist has pecuniary value and worth which a court will enforce to 
protect its value from misappropriation. lacchinl v. Scrlpps- 
Howard Broadcasting Co .. 97 S.Ct. 2949 (1977)i Beelan Laboratories 
v. Topps chewing Qum , 202 P.2d 1(6 (2nd Cir. 1953). Khan con¬ 
tractual arrnagoments are silent conoarning the grant of merchan¬ 
dising rights from an artist to a producer, such rights rsaain 
with the artist. Bee Niarnwr, "The Right of Publicity", 19 Law t 
Conteep. Prob, 203 (1954). 

In Counts III and IV, plaintiffs have ohaHanged the 
authority of Columbia Records to re-issue Bessie Smith's recordings 
in various long playing and darivatlvo albums, without the coneent 
of the heirs of Besaie Smith and without paymant tharafor. If 
plaintiffs prevail, than defendant will ba held to hava misappro¬ 
priated these valuable property rights of tha hairs of Beaele smith 
and all of such albums will ba unauthorised in Whole or in part, 
as much aa if Columbia had pirated them away from tha posamsalon 
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of the artliti It follows, that tha um of Nail* Ssdth'a mm, 
likeness, and par tonality in conntotion with unauthorised record 
, conatitutaa a further misappropriation of important 
property rights of the haire of Beetle Smith. On the baaia of tha 
pleadings, Count V eat* forth a valid eauea of aotion for misappro- 
priation of publicity rights of Beeeie Smith, and defendant's 
motion to dismiss this Count was erroneously granted. 
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III. C0MCLP1I0W 


In light of tha foregoing, Plaintiffs urge that tha 
Order granting Defendant's Motion to Diaaiee tha Coaplalnt or 
Altarnatively for Btaaary Judgment be reversed as to Counta 1X1 
to v of the Second Amended Coaplaint# and that Plaintiffs' Cross 
Motion for Partial Bia*ary Judgment as to thasa counts be granted# 
with the district court's denial thereof being reversed. 
Alternatively# plaintiffs urge that the Order of the district court 
granting auHtry judgesnt in favor of defendants be reversed and 
the cauee remanded for trial for resolution of the facte in 
dlepute* 

Respectfully subedited# 


Of Counselt 

Lloyd Sane ftenick 
6th floor 

1629 Malnut Street 
Philadelphia# PR 19102 



21th Floor, 2000 Market Street 
Philadelphia# Pennsylvania 19103 
(219) 963-0600 


Attorney for Plaint!ff-RppeHants 
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STATEMENT OF ISSUES PRESENTED 


1. Did not the district court corrsctly dismiss 
Count III of the Second Amended Complaint because it fails to 
Btate a claim based on infringement of any w common law copy¬ 
rights” in songs performed by Bessie Smith? 

2. Did not the district court correctly enter judg¬ 
ment for defendants on all claims for alleged misappropriation 
of Bessie Smith's purported "artistic property interests" in 
the songs she recorded because (a) as a natter of state law, 
Bessie Smith had no property interests in the coapilation, for¬ 
mat or technology of her recordings and (b) euch claims are 
barred by the statute of limitations? 

3. Did not the district court correctly dismiss the 
claims for alleged misappropriation of Bessie Smith's "right of 
publicity" because (a) Columbia did not misappropriate such 
rights as a matter of law and (b) such claims are barred by the 
applicable statute of limitations? 


STATEMENT Of THE CASE 


Procedural History : 

Jack Gee, Jr., filed the original complaint in this 
action on June 24, 1975, against CBS Inc. and Columbia Records, 
Inc. (collectively referred to as "Columbia"), and Express Music, 
Inc. That co^laint asserted that defendants infringed the fed¬ 
eral copyright protection allegedly acquired by Bessie Saith for 
approxieately forty songs she both composed and recorded between 
1924 and 1934. Columbia filed a Motion to dismiss on the ground 
that plaintiff failed to allege ownership of the copyrights and 
renewals purportedly infringed. 

On October 1, 1975, Jack Gee, Jr., filed an amended 
complaint adding William D. Harris, the executor of the estate 
of Jack Gee, Sr., as party plaintiff. The first amended com¬ 
plaint alleged that the estate of Jack Gee, Sr., owned the re¬ 
newal copyrights, and added a claim based on unfair competition, 
on October 21, 1975, following a settlement, plaintiffs dismiss¬ 
ed with prejudice their action against Empress Music, Inc. 

On November 26, 1976, plaintiffs filed a second amend¬ 
ed coeplaint (hereafter referred to as "the complaint”) in five 
counts, count I contains a civil rights claim based on 42 U.S.C. 
11981. Plaintiffs allege that Columbia discriminated against 
black performers in the 1920*s and 1930's and, as a result, any 
contracts entered into between Bessie Smith and Columbia are in¬ 
valid. Count ll asserts that the name contracts are Invalid as 
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a matter of state contract law. Count 1X1 contains the copy¬ 
right claims asserted in the original and first amended com¬ 
plaints. Count IV alleges misappropriation of Bessie Smith's 
purported "artistic property rights" in the songs she recorded 
for Columbia, count V contains similar allegations regarding 
Bessie Smith's purported "publicity rights." 

In an exhaustive opinion dated March 7, 1979, the 
Honorable Edward R. Becker held that Columbia was entitled to 
judgment on each of the five counts, either because the count 
failed to state a claim upon which relief could be granted or 
because summary judgment was appropriate. This appeal involves 
the district court's holdings with respect to Counts III, IV 
and V. Plaintiffs have not challenged on appeal the district 
court's dismissal of Counts X and II. 

Statement of Tacts ; 

From 1923 through 1933, Bessie Smith, a prominent 
black songstress, recorded approximately 160 songs for Columbia. 
Bessie Smith did not record for any other record company. Of 
these 160 songs, 136 were released before her death on Septem¬ 
ber 26, 1937, Columbia paid Bessie Smith a fee for recording all 
but one of these songs. (Complaint 11 9-10; 100a-102a). John 
Hammond, who has bean actively involved in the recording industry 
since the late 1920's and who was particularly interested in the 
black performers of that era, testified that the fees Columbia 
paid Bessie Smith were "anything but small." (Tr. of Hammond 
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Deposition At 91-92} 479a-490a) Hr. Hammond Also testified that 
popular (as opposed to classical) artists during this period al- 
sost never received royeltles for their recordings. (Tr. of 
KesMond Deposition At 27-29} 415a-416a) 

Plaintiffs admit that ledger sheets from Columbia's 
account books for the years 1923 to 1931 reflect the existence 
of contracts between Columbia and Bessie Smith during that pe¬ 
riod. (Complaint 1 24} 109a). The ledger sheets contain en¬ 
tries of the following: 

(a) the name of the song; 

<b) the date on which the song was recorded} 

<c) the matrix ( master record) number} 

(d) the date the song was "O.K.'d" t l.e. "accepted") 
by Columbia} 

(e) the date and amount of payment to Bessie Smith} 

(f) the "month listed" (in the record catalogue); 

(g) the commencement and expiration dates of the 
contract pursuant to which the songs listed were recorded; 

(h) the number of songs to be recorded pursuant to 
the contract; 

(i) the fee to be paid Bessie Smith for each song; 

<J) the renewal option for the contract; 

(k) the data notice of renewal was required to be 

sent; and 

(l) additional "remarks." (150a-157a) 


Columbia produced, sore then forty yeera after the 
fact, unexecuted coplea of "Exclusive Artist's Flat Payment 
Agreements" dated January 22, 1926, April 9, 1928, and July 11, 
1930. (29a-38a) Paragraph 20(a) of the 1926 agreement refers 

to an earlier agreeaent between Columbia and Bessie Smith dated 
December 22, 1923. In the 1950's, the Colurtla archive room was 
flooded. (Tr. of Hammond Deposition at 67; 455a). John Bamond 
testified that he had observed the originals of these contracts 
in Columbia's files and that each contained Bessie Smith's signa¬ 
ture. (Tr. of Hammond Deposition at 22-25; 410a-413a) 

The 1930 contract, which expired on August 11, 1931, 
was not renewed by Columbia because it lacked further resources 
to pay Bessie Smith. Indeed, Columbia was in bankruptcy at that 
time. (Tr. of Hammond Deposition at 8, 57; 396a, 445a) In 
1933, John Hammond persuaded Columbia to issue four additional 
Bessie Smith recordings, although John Hammond himself paid 
Bessie Smith a flat fee for each recording because "Columbia 
had no money." (Tr. of Hammond Deposition at 98; 485a) Hr. 
Hammond waa not employed by or affiliated with Columbia at 
that time. Id. 

Under the recording contracts generally in use in the 
1920*a and 1930'a. the record company reserved all mechanical 
reproduction rights on phonograph records. According to John 
Hammond, the record companies were careful to reserve rights 
regarding studio recordings. Rscord companies have reissued 
thousands of old 78 rpm recordings on long-playing 33-1/3 rpm 
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album*, and the question of the companies * right to reiaaue 
■ingles at a different speed on a long-playing album M has never 
even come up." (Tr. of Hammond Deposition at 60-61} 449a-450e) 

On Hay 9, 1952, Jack Gee, Sr., allegedly the husband 
of Bessie Smith, sold to Empress Music, Inc., 

"any and all copyrights and renewal of copyrights in 
the (specified] compositions . . together with the 

right to secure in the name of Empress . . . all 
rights therein that Gee, his heirs . , . nay at any 
time be entitled to." 

(Exhibit B to Columbia's Memorandum of Law in Support of Motion 
to Dismiss or for Summary Judgment, Second Supplemental Af¬ 
fidavit of Herbert B. Hewberg 1 5; 270a) On October 7, 1975, 

Jack Gee, Jr., allegedly the adoptive son of Jack Gee, Sr., and 
Bessie Smith, entered into an agreement with Empress Music, Inc., 
by which he assigned any and all rights of renewal or extension 
of copyrights he nay have had in all of Bessie Smith's musical 
compositions. (Exhibit A to Columbia's Memorandum of Law in 
Support of Motion to Dismiss or for SuMary Judgment, Second 
Supplemental Affidavit of Herbert B. Hewberg 1 7; 270a-271a) A 
aeries of mechanical licenses covering the songs that are the 
subject of these agreements were Issued by Empress Music, Inc. 
to Columbia. (Affidavit of Harold Orenatein attached to Colum¬ 
bia's Memorandum of Law in support of Motion to Dismiss or for 
Summary Judgment) 

In 1951, Columbia issued four records reproduced at a 
speed of 33-1/3 rpm containing 46 songs performed by Bessie Smith. 
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Between 1970 end 1972, Columbia released ten 33-1/3 rpm records 
containing the entire 160 recordlnga which Bessie Saith had per¬ 
formed for Coluabla. (Coaplaint 1 42, Answers to Plaintiffs' 
Second Set of Interrogatoriesi llBa-ll9a, 252a) Between 1956 
and 1972, Coluabla issued nine records which contained one or 
nore Bessie Saith recordings together with those of other art¬ 
ists. Only two of these records were issued after 1965. (De¬ 
fendants' Answers to Plaintiffs' Second Set of Interrogatories} 
234a-245a) In issuing these records, Columbia took advantage 
of the then current technology in order to attain as true a 
recreation of Bessie Smith's performances as possible. (Liner, 
"Bessie saith — The World's Greatest Blues Singer"} 170a) 

Both John Hanmond and Christian Albertson, the author of the 
1972 biography Bessie , testified that the 1970 releases were 
great technological achievements and recreated the sound of the 
original Bessie Smith recordings. (Tr. of Bammond Deposition 
at 256, Tr. of Albertson Deposition at 26} 642a, 655a) 

Columbia used Bessie Smith's name and likeness on its 
records of Bessie Smith songs. There is no evidence that 
Columbia used the name or likeness of Bessie Saith for any 
commercial purpose except the promotion of the records. 
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ARGUMENT 


I 


i 


THE DISTRICT COURT CORRECTLY DISKIS! 
COURT III OF THE COMPLAINT BECAUSE ! 
FAILS TO STATE A CLAIM BASED ON IN¬ 
FRINGEMENT Or PLAINTIFFS' PURPORTED 
■COMMON LAW COPYRIGHTS" IN SONGS 
PERFORMED BY BESSIE SMITH. 


Plaintiffs stats that thay "have appealed the dismia 


sal of Count III Insofar as the asson law copyright rights of 
Bessie Ssith as a performing artist (in contrast to rights as 
a song coeposer) are involved." Brief for Appellants at 6 (em- 
phasis in original). However, it is clear that Count III re¬ 
lates only to alleged infringement of Bessie Smith's copyrights 


composed 


that plaintiffs' brief fails to discuss the doctrine of 


law copyright or explain how it pertains to Count III, 

Count III, entitled "COPYRIGHT INFRINGEMENT," states 
in pertinant part: 


”36. By reason of defendants' ac¬ 
tions as aforesaid, defendants have pro¬ 
duced numerous recordings and copies of 
works composed and authored bv Bessie 
Smith without valid authorization to do 
so. 


"37. By such actions, defendants 
have infringed the copyrights of Bessie 
smith and her heirs..." (117a; emphasis 
supplied) 


That the district court interpreted Count III as limited to 
songs composed by Bessie Smith is made clear by the court*a 
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statement of the difference between Count III and Count IVs "And 
in contrast to Count III (which depends on Bessie Smith's rights 
in songs she composed), Count IV is based on rights allegedly ob¬ 
tained by virtue of Bessie Saith's artistic perforaanees.* (Slip 
Opinion at 74; 349a) Indeed, the original coaplaint in- this ac¬ 
tion, the predecessor to present Count III, atteapted to enuaar- 
ate, by exhibit, the forty copyrighted songs composed by Bessie 
Saith. 

It is clear that the district court correctly disaissed 
Count III. First, despite representations to the district court 
that pertinent information would be forthcoming, neither of the 
two amended coaplaint* identified by title a single song subject 
to the copyright claia. Moreover, plaintiffs failed to allege 
(1) the registration of any song subject to this claia, (2) their 
ownership of the copyrights and (3) when and ho* defendants in¬ 
fringed the copyrights. As a result, the district court held 
that count III not only failed to state a claia upon which relief 
can be granted, but did not satisfy the liberal roguiresttnts of 

notice pleading embodied in Rule 8 of the Federal Rules of Civil 
Procedure. 

Second, as an alternative holding, the district court 
granted suaaary judgment to Columbia on the basis of the 1952 
aesignnent by Jack Gee, Sr., to Express Music, Inc., and the 1975 
aasignaent by Jack Gee, Jr., to Express Music, Inc. By reason of 
these assignments, plaintiffs had conveyed whatever present and 
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future copyrights they say have had in songs composed by Bessie 
Smith. 


Although Count III contains no language that suggests 
• claim based on common lav copyright, the district court noted 
that plaintiffs' memoranda appeared to make such a claim. The 
court held that such a claim must also be dismissed because 


plaintiffs did not plead the necessary facts to etata a cause 
of action for copyright infringement, see Slip Opinion at 70 
n.23; 345a. Again, however, the district court properly limited 
its consideration to songs composed by Bessie smith. Plaintiffs 
have not appealed any of the district court's conclusions with 
respect to Bessie Smith's rights as a composer. . 

In any event, it appears that plaintiffs intend noth¬ 
ing more by their indiscriminate use of the term "common law 


copyright" than to add another label to describe the conduct 


complained of in Count IV. See discussion, infra . Plaintiffs 
imply that common law copyright is a state law doctrine pro¬ 
tecting an artist's interests in his performances. See Brief 
for Appellants at 13. These state law doctrines are the sub¬ 
ject of Count IV. Thus, under their own definition, Count III 
was unnecessary and duplicative with respect to the issues pre¬ 
served on appeal. 
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II. THE DISTRICT COURT CORRECTLY DIS¬ 
MISSED COURT IV OP THE COMPLAINT 
ALLEGING MISAPPROPRIATION OF 
BESSIE SMITH'S PURPORTED "ARTISTIC 
PROPERTY INTERESTS” IN THE SONGS 
SHE RECORDED FOR COLUMBIA AND FOR 
WHICH SHE WAS PAID. _ 

It la undisputed that Columbia paid Bessie Smith a 
flat fee for recording eonga between 1923 and 1933. Plaintiffe 
contend, however, that Beaale Smith retained property lntereata 
in the perfoxmancea embodied in the original 78 rpm single 
records which have been misappropriated by plaintiffs. Speci¬ 
fically, plaintiffs assert that Columbia violated Bessie Smith's 
rights in three waysi (1) by re-recording the original per¬ 
formances and issuing long-playing albums of compositions sung 
by Bessie Smith) (2) by issuing albums containing one or two 
Bessie Smith recordings in conjunction with those of other art¬ 
ists; and (3) by using certain engineering techniques in pro¬ 
ducing these albums. The complaint does not allege any misap¬ 
propriation based on the issuance of albums containing perfor¬ 
mances by Bessie Smith and others. Therefore, this question 
was not addressed by the district court. 

It is important at the outset to clarify whet is not 
involved in this appeal. First, there is no issue regarding 
any rights Bessie Smith may have possessed as the author of ap¬ 
proximately forty songs. Moreover, plaintiffs admit that Bessie 
Smith's performances were not copyrightable when the recordings 
were made, cannot now be copyrighted and are not subject to pro- 
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tection under state lew after February IS, 2047. Brief for Ap¬ 
pellants at 29. Thus, despite plaintiffs' repeated references 
to recent revisions of the federal copyright laws, those stat¬ 
utes are completely irrelevant in determining the issues before 
this Court. Whatever rights Bessie smith possessed in her per¬ 
formances recorded by Columbia necessarily had to vest between 
1923 and 1933. Thus, the district court's conclusion that 
"Count IV must in its entirety depend on state law" (Slip Op¬ 
inion at 75j 350a) is unassailable. 

Second, there can be no claim that Columbia is guilty 
of "record piracy” — the unauthorised mechanical reproduction 
of a performance and its subsequent sale to the pqplic. Obvi¬ 
ously, Columbia lawfully reproduced by mechanical means Bessie 
Smith's performances. The issue here is what use Columbia is 
permitted to make of the mechanical reproductions of songs per¬ 
formed by Bessie Smith for a fee. The record piracy decisions 
cited by plaintiffs have nothing at all to do with thle case. 

Plaintiffs' seeming reliance on federal statutory 
principles and legislative history serves only to confuse what 


1. In his Supplemental Affidavit (267a), counsel for plain¬ 
tiffs stated: 

”2. Until the Sound Recording Act of 
1971, effective February 15, 1972, wae en¬ 
acted 17 U.s.c. |l(f)[,j artists' perfor¬ 
mances embodied in sound recordings ware 
not able to be copyrighted under federal 
law. Before rebruary 15,1971, any prop¬ 
erty righto of performers in sound re¬ 
cordings, was afforded under the common 
law of copyright and related theories in 
the varioue states." 
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ii essentially a straightforward cam. The isaua before this 
Court la whether, as a eattar of state law, Columbia violated 
any rights of Bessie Seith in converting 78 rpa single records 
into 33-1/3 rpa long-playing albuns. If Coluabia has done so, 
the Court eust then decide whether plaintiffs' claim are barred 
by the statute of limitations. 

Plaintiffs also nischaracterisa the relationship be¬ 
tween Bessie Seith and Columbia. Plaintiffs do not dispute that 
when Bessie Smith recorded for Coluabia during the period 1923 
through 1933, she did so pursuant to contract. In the district 
court, plaintiffs sought to have these contracts declared invalid 
as discriminatory under a federal civil rights statute, 42 U.S.C. 
11981, and under state contract law on the grounds of breach of 
fiduciary duty and unconsclonability. Plaintiffs have not ap¬ 
pealed the district court's refusal to invalidate the contracts, 
but continue their efforts to describe these agreemnts in a 
manner that unfairly inplies that Columbia took advantage of 
Bessie Snith. 

For example, plaintiffs continually refer to the 
amounts paid Bessie smith as "small," "nominal" or "modest." 
According to John Haamond, however, Bessie Smith was well com¬ 
pensated. (Tr. of Haamond Deposition at 91-92j 479a-4S0a) From 
December 1923 through September 1929, Columbia paid Bessie Smith 
8200 per song ($400 per record). Sge Complaint 1 23; 108a. In 
1932, the victor Talking Machine Company paid "Fred Waring*■ 
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Punnsylvanians, Inc." $250 "for each recording.” Waring v. WDAS 
Btoadcaatinq Station. Inc. . 327 Pa. 433, 436, 194 A. 631, 633 
(1937). Plaintiffs also harp on the amounts paid Baaaie when aha 
aade her laat recording! for Columbia in 1933. obviously, the eco¬ 
nomic conditions in 1933 had deteriorated from those existing 
in the 1920's. This was especially true in the case of Colum¬ 
bia, which had recently been in bankruptcy. The aeounts paid 
Bessie Smith in 1933 are not representative of the ten-year 
professional relationship between the parties. 

Plaintiffs also make much of the fact that Bessie 
Smith's contracts provided only for flat fees. This is hardly 
surprising. As pointed out by John Hammond, recording artists 
of popular songs in the 1920's and 1930'a almost never received 
royalties. (Tr. of Haamond Deposition at 27-28; 415a-416a) 2 
Plaintiffs' discussion of contracts employed in 1979 adds noth¬ 
ing to a case involving contracts entered into more than five 
decades ago. The fact is that Bessie Smith was not treated 
unfairly. 

Plaintiffs cannot dispute the fact that Bessie Smith 
did not reserve any of the rights they ask this Court to im¬ 
ply in her behalf more than 40 years after her death. Ho 
amount of hyperbole regarding Bessie Smith's supposed lack of 


2. Hr. Hammond also testified that a record company might 
pay royalties, In lieu of a payment for performance, to 
non-union members. If the record did not sell, the com¬ 
pany saved money by agreeing to pay royalties. (Tr. of 
Hammond Deposition at ISO-154; 537a-541a) 









sophistication detracts from tbs fact that Bessie Smith could 
have, but did not, reserve to herself and her heirs the right 
to control the packaging and technology of her recordings. It 
is against this background that the Court nust determine whether 
to imply a negative covenant that precluded Columbia from con¬ 
verting the original recordings to album for*. 



As a Natter of State Law, Bessie Saith 
Bad Ho Property Interests in the Compi¬ 
lation, Format or Technology of Her 
Recordings. _ 


1. Pennsylvania's Choice of Law 
Rules Require Application of 
Hew York Law. 

Plaintiffs do not address the choice of law issue. 
Plaintiffs' brief relies on principles glsined froa the federal 
copyright laws, none of which affords any protsction to Beaaie 
Smith's interest in her recording!, end on coaeton lew principles 
ss well. However, it is clesr that the aubetentive issues of 
this esse nust be decided under etste lew. it is equally clesr 
that there are only two possibly interested jurisdictions: 
Pennsylvania, where Bessie Saith was doalciled {Second Supple¬ 
mental Affidavit of Herbert B. Nevberg; 269a), and Hew York, 
where Columbia la incorporated and maintains its principal place 
of buainsas, where "Bessie Saith made all of her recordings" and 
where "whatever contracts and negotiations Bsssle Smith may hava 
had in connection with her contract arrangements" took pises. 
(Plaintiffs 1 Supplemental Memorandum of Law in Support of Cross 
Motion for summary Judgment and in Opposition to Motion of CBS, 
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Inc. to Dismiss Plaintiffs' Complaint or For Sum try Judgment 
at 7) The district court, finding that plaintiffs 1 claim 
failed under the law of either state, did not determine the 
conflicts question. 

A federal court sitting in a diversity case wist ap¬ 
ply the choice of law rules of the forun state. Klaxon Co. v. 
stentor Electric Manufacturing Co. . 313 U.S. 487 (1941). Penn¬ 
sylvania "looks to the law of the place with the aost signifi¬ 
cant relationship to the parties and the transaction..." Neville 
Chemical Co. v. Union Carbide Corp. , 422 F.2d 1205, 1210-11 (3d 
Cir.), cert, denied . 400 U.S. 826 (1970). See also Griffith v. 
United Air Lines, Inc. . 416 Pa. 1, 203 A.2d 796 (1964). Under 

the eodern approach, whether denoainated "center of gravity" or 

* 

"interest analysis," Mew York is plainly tbs jurisdiction aost 
closely related to the parties and the facts underlying plain¬ 
tiffs' claim. Plaintiffs' theory is that Bessie Seith obtained 
property interests in her recordings which Coluabia has violated. 
The recordings were Bade in Mew York and any violation occurred 
in New York. Nevertheless, Colunbia will discuss plaintiffs' 
claim under the law of both states. 

2. Under New York Law, a Per form r 
Has No Right to Control the Pack¬ 
aging or Technology of Musical 
Renditions Embodied in Sound 
Recordings Absent an Express 
Reservation of Such Rights. 

Plaintiffs formulate the issue in this appeal as "what 
was transferred by way of rights in artistic properties." Brief 
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for Appellants at 15. Plaintiffs concada that Baaala Smith did 
not expressly raaarva any rights in har performances racordad by 
Columbia. Thus, tha narrow question la vhathar undar tba cir- 
cuaatancas of this cans Naw York law iaplias a negative covenant 
restricting Columbia from re-recording tha songs and issuing 
than on 33-1/3 rpa albums containing only coapoeitions sung by 
Bessie Smith or 33-1/3 rpm albums containing Bessie Smith re¬ 
cordings as wall as those of other performers. 

Plaintiffs have cited no decision by a Haw York court 
which even remotely supports their theory. Indeed, as pointed 
out by the district court, New York 1 a protection of performers 
is limited. (Slip Opinion at 103-105j 376a-3S0a) Analysis of 
the New York cases demonstrates that plaintiffs 1 claim fails 
as a matter of law. 

The circumstances surrounding Bessie Smith's con¬ 
tracts with Columbia, and tha customs and usages in tha re¬ 
cording industry at that time, do not permit the isplication 
of a negative covenant. The facts of Oaisel v. Povnter Prod ¬ 
ucts, Inc. . 295 p. supp. 331 (8.D.N.Y. i960), are similar to 
those of the present case. In 1932, plaintiff, batter known 
under his non da plume M Dr. Seuas,” prepared and sold to liberty 
Magazine twenty-three H cartoon essays” containing a minimum of 
three cartoons each of which contained "several animal crea¬ 
tions," 29& F. Supp. at 335. These essays appeared in weekly 
Issues of Liberty Magazine from June through December 1932. As 
here, no written contract was proven. Dr. Seuss received a flat 
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fn of 1300 par page and "did not expressly reservo any rights 
in the cartoons." 295 r.Supp. at 334 (emphasis in original). 

Dr. Souse charged that defendants wrongfully Manufac¬ 
tured dolls derived from the cartoon essays and were advertising 
and selling the dolls as "Dr. Seuss" creations. Be sought da* 
sages and injunctive relief. The court stated! 


"On the basis of the clear prepon¬ 
derance of the credible evidence, the 
Court finds that the custom and usage 
in 1932 in the magazine trade inpllod 
in fact in the Oeisel-Liberty Magazine 
agreement a provision whereby all rights 
or coopleta rights were assigned to 
Liberty Magasine." 


295 F. Supp. at 341 (references to notes of testimony omitted). 
Thus, the court found that, as a natter of contract. Liberty 
Magazine was not restricted in any way as to the uses to which 
the cartoons night be put. 295 F. supp. at 342. In this case, 


3. Peleel differs from the instant case in that statutory 

copyrights were involved. Liberty Magazine copyrighted 
the entire issues in which the cartoon essays appeared; 

Dr. seuss did not obtain a separate copyright upon the 
cartoons. Thus, either Liberty Magazine obtained a copy¬ 
right on the cartoons by reason of copyrighting the en¬ 
tire magazine, or, if not, the cartoon essays entered 
the public domain because they were published without a 
copyright. To overcome this problem, Dr. Seuss argued 
that Liberty Magazine held its copyrights in trust for 
hin as equitable owner of the cartoons. 295 F. Supp. at 
337. This distinction, however, does not affect the slg* 
nificance of the court's factual conclusions. In Desmond 
y-20th Century Fox Record Corn .. 36 A.D.2d 925, 9le7 SSI 
N.Y.s.2d 45, 46 (App7biv. I97i), the court stated that, 

"the uniform and well established custom and usage in the 
recording industry permitted the production and sale by 
Fox of any written recording of plaintiff's performances 
as a singer, including at any spaed and Including albums re¬ 
produced at the speed of 33-1/3 rpm..." 


plaintiffs have not pointed to a single fact that would justi¬ 
fy a different result. John Respond*a testimony supports the 
conclusion that the custoei and usage in the 1920's and 1930's 
was that the record coapany obtained all rights in the re¬ 
cording. 

Even assuaing that Bessie Smith retained certain 
rights regarding the uses to which the recordings could be 
put, it is clear that under Now York lew, a performer cannot 
prevent the re-recording of songs by the very coapany that 
originally recorded the songs pursuant to contract. Plain¬ 
tiffs concede that Columbia possessed the right to release 
76 rpm single records of Bessie Smith songs. Presumably, 
plaintiffs would not challenge Columbia's right in 1979 to 
reissue the original 78 rpm recordings. In essence, plain¬ 
tiffs dispute Columbia's right to release the songs in a dif¬ 
ferent package. 

That plaintiffs' have not asserted rights recog¬ 
nized under New York law is made clear by Hiller v. Universal 
Pictures Co. . 11 A.D.2d 47, 201 N.Y.S.2d 632, aff'd mem. . 10 
N.Y.2d 972, 224 N.Y.S.2d 662, 190 N.E.2d 246 (I960). There, 
Glenn Hiller's widow authorized Universal Pictures to simulate 
the "Glenn Hiller sound" for the sound track of a movie en¬ 
titled "The Glenn Hiller Story." The agreement had no pro¬ 
visions regarding the recording and commercial sale of the 
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sound trick. The court refused to imply i negative covenant 
restricting Universal's use of the sound track. 4 

Plaintiffs' dais that Columbia could not re-record 
the original performances is aleo negated by Orans v. Harris . 
96 F. supp. 906 (S.D.N.Y. 1951), aff'd in cart and rav'd in 
part , 196 F.2d 5B5 (2d Cir. 1952). Norman Grans, a well-known 
promoter and producer of jazz concerts, recorded a three-hour 
live concert on a sixteen-inch master record playable at 
33-1/3 rpa. Be then re-recorded two of the compositions on 
twelve-inch masters playable at 78 rpm, three for each song. 
Grans sold the six masters to one Noe Aach pursuant to a 
written contract. Asch assigned the contract to Harris. 

Harris subsequently re-recorded the six twelve-inch 
masters on tan-inch 78 rpm masters. Be sold records of that 
size and speed as individual recordings and as an album con¬ 
taining both compositions. Be later re-recorded the twelve- 
inch masters on a ten-inch 33-1/3 rpa master and sold records 
of that size and speed. Both courts agreed that (1) the sale 
of the six twelve-inch masters authorised Harris to use the 


4. in fact, Universal Pictures granted its parent, Dacca 

Records, the right to make recordings of the sound track, 
Decca paid nothing for that right. The court held that 
plaintiff might be able to attack that transfer on the 
theory that the sale of the sound track was a sale of a 
part of the film. Plaintiff was entitled to royalties 
on all proceeds of the movie. The court granted a new 
trial to afford plaintiff the opportunity to allege that 
because the transfer to Decca was not at arms-length, 
plaintiff was deprived of royalties to which she was con¬ 
tractually entitled. 





■••tars for re-recording at a different apaad and (2) Barrio 
was fra* to aall the two compositions separately or in album 
fere. This la prociaaly tha "misappropriation* allogad by 
Columbia. 

Plaintiffs also contend that Columbia's usa of im- 
proved technology "altered" the sound of the original record¬ 
ings. There Is no allegation in the coeplaint that the reissues 
were of inferior quality or Misrepresented Bessie Smith's per¬ 
formances. Thus, the district court concludedi 


"We cannot, however, find a genuine 
issue of material fact concerning 
either the intent or the consequences 
of [Columbia's] 1951 or 1970-72 re- 
recordings, 1.o. . there is no sugges¬ 
tion of any intent to defame Bessie 
Smith or misrepresent her artistic 
performance, nor is there any sug¬ 
gestion that the re-recordings had 
this effect." 


5. The Second Circuit reversed the district court's finding 
that the ten-inch 78 rpa records did not substantially 
delete a portion of the compositions. However, the Court 
stated) 

"Disregarding for the moment the terms 
of the contract (requiring defendant 
to attribute to Norman Grans the musi¬ 
cal content of the records offered for 
sale], we think that the purchaser of 
the master discs could lawfully use 
then to produce the abbreviated rec¬ 
ord and could lawfully sell the same 
provided he did not describe It as a 
recording of music presented by the 
plaintiff. If he did so describe it, 
he would commit the tort of unfair 
competition." 

198 F.2d at 588 (footnote omitted). 
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(Slip Opinion at 102i 377 a) PlAlntlffA now Ais«rt that Colum¬ 
bia's altarntion of ths Bound "My serve to disparage her pro* 
fessionsl reputation." Brief for Appellants at 34. However, a 
descendant cannot bring an action for defamation of a deceased 
person. See, s.q. . Beeropol v. Wiser . 381 r. supp. 29, 35 n.3 
(S.D.H.Y. 1974), aff'd in part and rav'd in part on other 
grounds . 560 F.2d 1061 (2d Clr. 1977), cert, denied . 434 U.S. 
1013 (197B). Finally, because plaintiffs' "alteration" clala ■ 
relates to the 1951 reissues, it is barred by the statute of 
liaitations. See discussion, infra . 

Plaintiffs' elaia that Coluabia could not electroni¬ 
cally re-record the original renditions fails as a matter of 
New York law. 6 


6 


lco s 1 ™ 


Ettnre y._ 

considered New York'lawT 
tail infra in connection w' 


229 F.2d 
6), briefly 
discussed in aore de- 
nnsylvania law. The facts 




of the present case are far removed froa those of 
This court, in finding in favor of plaintiff, reli 
two decisions that "seem to suggest, however implicitly, 
299 F.2d 493, that tttore stated a claim for unfair com¬ 
petition under Mew York law. The first case, 



* f 
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i, Canitol 
F•2d 5b7 


(2d 


wo rival record com¬ 
panies to manufacture and sell records in the United 
states. Performers' rights ware not involved. The sec¬ 
ond case, Metropolitan 


corder Core. . 
(1950), affrd . 




flC * 

279 A.D. 63 



__ _ —107 N.Y.S.2d 795 (1951), 

w «a • record piracy case. Ittore cannot be read as hold¬ 
ing that New York would recognise a cause of action based 
on the facts asserted by plaintiffs in this case. 





















3. Under Pennsylvania Lew, a 

Negative Covenant Restricting 
Columbia's Use of the Original 
Recording! Ca nnot Be Implied. 

Plaintlffa cite two decisions grounded in Pennsyl¬ 
vania law which they claie support the proposition that Colum¬ 
bia eisappropriated Bessie Smith’s property interests in her 
recordings. Waring v. WDAS Broadcasting Station. Inc. , supra . 
327 Pa. 433, 194 A. 431, and Ittoro v. Philco Television Broad ¬ 
casting Corn. , sucre . 229 P.2d 4S1. Analysis of the facts of 
these two cases demonstrates that plaintiffs' reliance is mis¬ 
placed. 

Zn Waring . plaintiff recorded two songs (for a flat 
fee of 9250) for the Victor Talking Machine Company ("Victor") 
in 1932. Waring, who was under contract with ford Motor Com¬ 
pany to perform one night each week for radio broadcast, fore¬ 
saw that radio stations could purchase the recordings and 
broadcast them over the air. In order to protect against the 
diminution in value of his live performances, Waring and Victor 
agreed to place a label on each recordi "Not licensed for 
radio broadcast." WDAS purchased one of the records and played 
it on the air. 

The Pennsylvania Supreme Court held that Waring bad an 
enforceable property right in his renditions. It further held 
that the restriction Waring placed upon the use of the records 
did not violets public policy. Thus, the Court concluded that 
wdas’ violation of the restriction, of which it obviously had 
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notice, constituted unfair competition. Waring stands only for 
the proposition that an artist who expressly Units the uses to 
vhich his recordings nay be put, nay enforce the restriction 
against a third party, provided that the restriction does not 
restrain trade or conflict with public policy in sons other 
manner. Plainly, Waring provides no support to plaintiffs. 

In Ettore . plaintiff fought Joe Louis in 1936, Ettore 
agreed that a promoter could film the contest in return for 20% 
of all proceeds derived fron the sale of the notion picture 
rights. The rights were sold at or about the tine of the fight 
for 92500 and Ettore received 9500. Xn 1949, the film vaa tale* 
cast by HBC as part of a series called "Greatest rights of the 
Century." This Court held that Ettore had a property right in 
his performance enforceable against unauthorised use: 


"Where a professional perforner is in¬ 
volved, there seems to be a recognition 
of a kind of property right in the per¬ 
former to the product of his services. 
The theory nay be sunned up as followst 
The performer, as a naans of livelihood, 
contracts for his services with an en¬ 
trepreneur. The finished product is, 
for exanple, s notion picture in which 
the perfoner's services are embodied. 

If the notion picture is employed for 
■one use other than that for which it 
was intended by the perforner and the 
entrepreneur, the notion picture is 
enployed in such a way as to deprive 
the perforner of his right to compen¬ 
sation for the new use of the product." 


229 F.2d at 487. Thus, the question was whether televising a 
notion picture constituted "an essentially different use" of 
the filn. Id. The Court concluded that it did. 
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The court was troubled by the fact that "Ettore did 


not axpraaaly raaarva rights against the televising of the 
films by any lagand on the films or, insofar as it appears, by 
his contract." 229 F.2d at 490 (footnote omitted). However, 
the Court found an equivalent to an express reservation in the 
fact that coeanrcial television was virtually unknown when 
Ettora sold his property rights in the motion pictures 


"Radio broadcasting was rather well 
established at the time when Waring made 
his records. Commercial television, as we 
have stated, was not in existence at the 
time of the Ettore-Louis contest. Fair¬ 
ness would seem to require that a court 
treat the absence of the new or unknown 
media, television in the instant case, 
as about the equivalent of a reservation 
against the use of the work product of 
the artist or performer by a known medium, 
radio broadcasting in Waring*s case.14 

"14. Some light on the question of 
whether Ettore*s mind should have adverted 
to the films of his contest with Louis be¬ 
ing employed in commercial telecasts is 
thrown by a statement made by Roger Bur¬ 
lingame in Engines of D emocracy, Charles 
Scribner's Sons, 1940, p. 440. Hr. Bur¬ 
lingame statedt 

'The invention [television] is 
nearly as old as radio, yet almost 



is still, largely, in an experi¬ 
mental stags as far as society is 

concerned....' 

"It would be obviously unfair to 
state that Ettora*s mind should have 
adverted to a possible commercial tele¬ 
cast of the films in 1936 when the 
Ettore-Louis contest was held." 
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229 F.2d at 491. Plaintiffs concede that Basaia Saith did not 
expressly reserve any rights. It is clear, therefore, that in 
order for plaintiffs to state a clsis under Pennsylvania lav for 
unfair competition or misappropriation of property, plaintiffs 
must demonstrate that Columbia's electronic re-recording con¬ 
stitutes a new and different use of the recordings that was 
not conteaplatable when Bessie Smith recorded for Columbia. 

Plaintiffs have alleged that the present technology 
by means of which Columbia has clarified, amplified and other¬ 
wise improved the sound of the earlier recordings in its reis¬ 
sued albums was totally unknown at the time of the original 
recording. Plaintiffs have also alleged that Columbia has re¬ 
leased Bessie Smith's performances on records playable at a 
different speed than the original recordings and on albums 
rather than singles. Nevertheless, it is clear that Bessie 

I 

Smith's performances have not been put to any new uae other 
than that for which they were intended — the production of 
recorda for sale to the general public. 

It is inevitable that technology will improve with 
the paaaage of time. Plaintiffs apparently would prefer thet 
Columbia issue Beasie Saith'a racordinga by using master records 
that are, at a minimum, forty-six years old. Moreover, there 
is no new medium as was the case in Bttore . In Miller v. Uni¬ 
versal Pictures Co. , supra , 180 N.l,2d 248, the court held that 
recording notion picture sound tracks for conmsrcial purposes 
did not involve a new medium of entertainment. Columbia has 
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8 


done nothing sort than issue recordings of Bessie faith's per¬ 
formances. Indeed, many record players made after 33 and 45 
rpm records became popular also played 78*a and all forms of 
records are, or were until recently, sold in the same stores 
for the states uses. 

Thus, under Pennsylvania law, as under Mew York law, 
Colujsbia has the same right to reissue the Bessie Smith records 
as 33-1/3 rpm albums as it has always had to reissue then as 76 
rpm singles. 


B. Plaintiffs 1 claims are Barred By 
the statute of Limitations and 
the Doctrine of Adverse Possession. 

Inexplicably, plaintiffs do not address the question 
of limitations. It is clear that any claim arising more than 
six years prior to October 1, 1975, the date of filing of the 
first amended complaint, is time-barred. Plaintiffs have not 
stated any theory to toll the statute. (The district court re¬ 
jected all of plaintiffs' tolling theories in deciding Counts I 
and II, from which no appeal was taken.) Thus, all claims re¬ 
lating to the 1951 albums and seven of the nine albums which 
contain one or two Bessie Smith recordings are conclusively 
barred. 


Finally, defendants in Ettore took commercial advantage 
of a societal development. Hera, Columbia was the origi¬ 
nator of the long-playing record. (160a) It took advan¬ 
tage of technology developed at its own risk and expense. 


27 






Ths fact that there can be no claim regarding the 
1951 album ia i sport ant, because those are the album plain¬ 
tiffs contend significantly altered Bessie Smith's actual 
performances. See Brief for Appellants at 32-33. As a result, 
plaintiff's "alteration 11 claim is limited to six (out of ISO) 
songs on the 1970-1972 reissues. 

Plaintiffs have proceeded on the theory that Bessie 
Smith possessed property rights in her recordings. In Waring . 
supra , the court stated! "At common lav, rights in a literary 
or artistic work ware recognised on substantially the asm 
basis as title to other property ." 327 Pa. at 439, 194 A. at 
634 (emphasis supplied). * 

Although the familiar doctrine of adverse possession 
is typically advanced in connection with realty, the doctrine 
has been applied to personalty as well. S§$ Prlester v. Hille- 
■an . 161 Pa. Super. 507, 55 A.2d 540 (1947)r Lightfoot v. Davis . 
198 N.Y. 261, 91 N.B. 582 (1910). Afeltttdly, Columbia could 
not "physically" possess the intangible rights asserted by plain 


8. Plaintiffs have no argument based on a theory of continu¬ 
ing wrong. The acts of which plaintiffs complain are the 
re-recordings. Those acts occurred in 1951 and again in 
1970-1972, The limitations problem here is the same as in 
the case where a book is published containing defamatory 
statements. Therefore, the Uniform Single Publication Act 
is applicable by analogy. See 12 P.S. ft 2090.1 at sea., 
repealed April 20, 197B, F.“202, No. 53, ft 2(a1“[l2W], 
eff. June 27, 1978, amended and re-enacted by the Act of 
July 9, 1976, P.L. 586, No. 142, ft 2. eff. June 27, 1978, 
42 Pa. c.8. ft 8341 (1979 Pamphlat). Under that set, s 
plaintiff has only one cause of action for damages bsssd 
on the same publication, no matter how many thousands of 
copies are sold. 






















tiffs. Nevertheless, ths ralssss of tho 1951 albums plainly was 
an "open" and "notorious" asssrtion that Columbia had tho right 
to re-record alactronicslly ths original 78 rpn racordings and 
to raiasua than on 59-1/9 long-playing albums. Moreover, ths 
ralassa of tha albums was claarly hostila in that ttoa conaant 
of Bassia Smith's hairs was navar sought. 

III. 1BI DISTRICT COURT CORRECTLY DIS¬ 
MISSED COUNT V Of THE COMPLAINT 
ALLEGING HI SATFROf R2 ATI ON OT 
BESSIE SMITH'S PUBLICITY RIGHTS 
BECAUSE COLUBIA DID NOT MIS¬ 
APPROPRIATE SUCH RIGHTS AS A 
MATTER or LAW AMD BECAUSE COUNT 
V IS BARRED BY THE STATUTE Or 
LIMITATIONS. _ 

Plaintiffs concada that thay cannot prevail on Count V 
unless there is a triable issue with respect to their claims of 
misappropriation of Besaie Smith's artistic property interests. 
Because tha district court properly dismissed Count IV, count 
V must be dismissed as well. 

The district court's dismissal should be affirmed for 
an entirely distinct reason » all claims based on a right of 
publicity are barred by Penney1vania'a two-year statute of 
limitations. The question of whether a lawsuit brought in a 
Pennsylvania court is timely is determined by the law of Penn¬ 
sylvania, regardless of whether the law of another state gov¬ 
erns the substantive issues. Bulhin v. Western Kraft East. 

Inc■ , 422 F. Supp. 437 (E.D. Pa. 1976); Schenk v. Piper Air ¬ 
craft Corp. , 377 F. Supp. 477 (W.D. Pa. 1974), aff'd mem. . 521 
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F.2d 1399 (3d Cit. 1975); Fr e eme n v. Lawton . 353 Pa. 613, 46 
A.2d 205 (1946). 

Pennsylvania has no statute of limitations apaclfl¬ 
ea lly covering a cause of action for siaappropriation of naso 
or likeness. However, in Vogel v. W, T. Grant Co. . 454 Pa. 124, 
129, 327 A.2d 133, 136 (1975), the Pennsylvania Supreme Court 
held that the tort of Invasion of privacy is cospriaed of four 
analytically distinct torts, including ths tort of appropria¬ 
tion of naM or likaMsa. See also Harks v. Bell Telephone Co. . 
460 Pa. 73, 331 A.2d 424 (1975); W. Prosser, Handbook of the 
Law of Torts . 1117 at 804 (4th sd. 1971); RostatsMnt (Second) 
Of Torts, I652A-E (1976). 

Whether Count V is timely must be determined by the 
Pennsylvania statute of limitations for invasion of privacy ac¬ 
tions existing when this suit was filed. Two decisions have 
specifically held that actions for invasion of privacy are 
governed by the two-year limitations period set forth in 12 
PS. |34, repealed April 28, 1978, P.L. 202, No. 53, | 2(a) 

(807J, eff. June 27, 1978, amended and reenacted, Act of 
July 9, 1976, P.L. 586, No. 142, I 2, eff. June 27, 1978, 42 
Pa. C.S. | 5524 (2). Jackson v. Ideal Publishing Coro. . 274 
F. Supp. 310 (S.D. Pa. 1967); Hull v. Curtis Publishing Co. . 

182 Pa. Super. 86, 125 A.2d 644 (1956). Sut see Hovers v. 
Pennypack Woods Home ownership Ass'n. . 559 F.2d 894, 902 (3d 
Clr. 1977) (dictum suggesting that the language of 12 P.8. |34 
that "injury wrongfully done to the person, in coses where the 
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injury do«a not result in death" upr«n«i a limitation only 
on actions for bodily injury.) Ivon under the six-year 
statute, all claios accruing prior to Novoober 26. 1970, are 
barred.* 


CCWCLOSIOtl 


For the foregoing reasons, appellees request that the 
order of the court below be affined in all respects. 


Respectfully submitted, 


George P. Willises, XXX, 

Janes D. Crawford 
Wilbur L. Kipnes 
Attorneys for Appellees 
CBS Inc. and Columbia Records, 
Inc. 


SCHNADEA, BARRISON, SIOAL A LEWIS 
1719 Packard Building 
Philadelphia, Pennsylvania 19102 

Of Counsel. 

Dated: August 14, 1979 



Plaintiffs did not assert a claim for misappropriation of 
publicity rights u n til they filed the second amended con* 
plaint on Novenber 26, 1976. As stated in n.S, supra , 
plaintiffs cannot rely on a theory of continuing wrong to 
overcone the limitations problem. 
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NO. 79-1616 


REPLY BRIEF POE APPELLANTS 

I 

I. ARGUMENT 

A. Because Plaintiffs' Amended Complaint Was 
Siuesarily Dismissed Pursuant to Defendants* 

Motion to Dismiss or Alternatively for Suasury 
Judgment, All Facts of Record Must Be Viewed 
In Light Most Psvorable to Plaintiffs. 

As set forth with relevant authorities in Brief for 

t 

Appellant, page 16, In determining a motion to dismiss, all facts 


of record and all reasonable inferences therefrom must be viewed 
In the light most favorable to the plaintiffs. Sisdlarly, in a 
nummary judgment motion, all doubts about conflicts of facts must 
be resolved in plaintiffs* favor. 

CBfi, Inc. and Columbia Records, Inc., Appellee-Defendants 


[hereinafter collectively referred to as "Columbia") have 
disregarded these principles. In their appeal brief, for enable 
Columbia bemoans the fact that Plaintiffs continually refer to 


aawunts paid Bessie Smith as 'amall 1 , 'nominal 1 or 'modest*. 











Columbia than 90*1 on to cite conflicting evidence suggesting that 
Bessie Smith was B well compensated 1 ', except at the end "when 
economic conditions . * « had deteriorated • . ." (Columbia brief 
at 13-14). At other points in their brief, they argue about the 
"customs and usages in the recording Industry at that time" as 
supporting their theory of no misappropriation of Bessie Smith's 
rights. (Columbia brief, p. 17)• In fact the only nondisputed 

expert testimony on the record concerning song collections of 

* 

popular artists on long playing recordings was by Chris Albertson 
who testified to the affect that there was no custom at all 
because no one took such recordings seriously, (Albertson, Tr. 669A) 
Accordingly, defendants' statement of their version of the facts 
and their application of them, meat be rejected in connection with 
their arguments supporting swmery dismissal before trial, of 
plaintiffs' Amended Coa^laint. 


B. Infringement of COamon Law copyright Rights 
Zs Sufficiently Alleged in count IZZ of the 
Eme n ded Complaint under Beth State end 
rederal Cowon Law. 

a 

Despite Columbia'e suggestion to the contrary, plaintiffs 
have sufficiantly allaged infringement of common law oopyrlght 
rights in Count IZZ of tha Amandad Complaint. 

Amended Complaint, paragraphs 36 and 37, (117A) provide! 

"36. By reason of defendants' actions as 
aforesaid, defendants have produced numerous 
recordings and copies of works composed and 
authored by Bessie Smith without valid authori¬ 
sation to do so. 

37. By such notions, defendants have in¬ 
fringed the copyrights of Bessie Smith and her 
hairs, tha plaintiffs herein, and have coesdtted 
unfair trade practices, all to plaintiffs' great 
detriment and loan." 
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I 


The praytr for relief In the Aagndtd Complaint provide! 

in paragraph 1 In relevant part (12IA)t 

"WKSRErORZ# Plaintiff a demand I 

(1) That Oafandante ... be permanently 
enjoined . . . from infringing statutory and 
uommon law copyright rights of plaintiffs in any 
manner . . .. 1 (eephaala added) 

The unqualified uae of the term "copyrights" in paragraph 
37 quoted above# in conjunction with the coaiaieelon of "unfair 

e 

trade practicee” by defendants alleged in the eana paragraph# and 
finally the exprsse double character!cation of both etatutory and 
coanon law copyright righte in the prayer for relief# manifeetly 
reveal notice of a claim for common lew copyright infringement 


in Count III* 

*/ 

In ita opinion# 3451 n. 23 the trial court diamiaeed 
the coimson lew copyright aspects of Count III because# in part# 
plaintiffe did not allege whether it wee federal or atate comon 
law that wea involved and further becauae plaintiffe did not allege 
present ownership of copyright to each song, or identify the form 
of Infringement of each song. 

The trial court erred in dismiaeing the co m mo n lew copy* 
right claima alleged in Count XXX essentially for reasons of 
defective pleading. Because artiet performances embodied in sound 
recordings were not protected by federal copyright statutes until 
the Sound Recording Act of 1971# 17 O.8.C. *l{f)# courts were faced 
with claima of record piraoy end other misappropriations of 

i 

artistic property rights that otherwise were not protected by federal 


statute. Moat states therefore developed c 


lew property 


V 


The opinion hee now been reported in 471 F. Supp. 600* 
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rights analogous to statutory rights protected by federal copyright 
acta. These analogous doctrines assisted many labels such as 
common law copyright* unfair ooa«>etltion ( misappropriation and 
related principles. 

While there ere specific pleading requirements for statu¬ 
tory copyright infringement suits, it is error to mandate that 
analogous rights under coanon law must, under notice pleading, 
striotly comply with statutory oopyright infringement pleading or 
be dismissed as fatally defective. Plaintiffs' particularised 

i 

allegations earlier in the amended Conplalnt of defendants' activi¬ 
ties with regard to the 1951 and 1970-72 record series are ade¬ 
quately incorporated by reference in Count XIX. 

Moreover, common law copyright rights, while exclusively 
expounded by the courte as a matter of state lew in paat years, 
may well have taken on the new dimension of federal common law as 
a result of the federal prs-eaption objectives of the recent 
Copyright Act of 1976 {See dlaousslon, Appellants* brief, pg. 29ff). 
The deeign of the 1976 Act Is to pre-empt ell common law copyright 
laws of the various states with reference to sound recordings, 
while the actual pre-emption has been deferred until the year 2047, 
17 u.s.c. 1301(c), the uniformity of national copyright policy ie 
clearly nought to bo aehlavmd. Plaintiffs submit that to tha 
extant that state common lew copyright rights do not expressly 
compel a contrary result in any particular case, then federal 
common law of copyright should be established and copied in conform¬ 
ity with existing statutory copyright laws in order to fill tha 
interstices of tha iwaon law of eonrrlghta for sound recordings 







ponding their fedora1 pre-emption. 

Hie uee of such federal camaon lew to fill interstices 
of otherwise unifore federal law is frequently utilised by federal 
courts in a variety of fields. See Illinois v. City of Milwaukee , 
406 U.S. at 103. 92 S.C.t. at 1392 n. 5t 'While the various 
federal environmental protection statutes will not necessarily 
mark the outer bounds of the federal common law, they may provide 
ueeful guidelines in fashioning such rules of decision . , /. 
Kupiee v. Pepublic Federal Savings end Loan Assocletion , 512 7.2d 
147 (7th Cir. 1975) (In earlier years "due to e gap in the (Federal 
Home Bank] Board'a regulations, the court was required to 'flush 
out' the regulations by uee of federal common law.")r In re Brand 
Jury Proceedings , 507 7. 2d 953, 970 (3rd Cir. 1975) (Aldimert, J., 
dissenting) (federal common lew In the exercime of supervisory 
power of Supreme Court and Courts of Appeals). Federal common law 
also qualifies an action as one arising under 21 D.S.C. 51331, aa 

a case which "arises undar the Constitution, laws, or treaties of 

* * 

the United States." Comprehenaiva Group Health Service Board of 
Directors v. Temple University , 353 7. Supp. 1059 (B.D. Pa. 1973)} 
Warrington Sewer Co . v. Tracy , 453 7.2d 771, 772 (3rd Cir. 1972). 

In light of the foregoing, Plaintiffs aubsdt that tha 
trial court erred in dismissing the common law copyright claims 
of plaintiffs allegsd in Count III of the Amended Complaint. 
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C. By Issuing Co11sotions of Songs of Bessie 
Smith Recordings without Consent of or 
Payment to Her Heirs* Columbia Has Misappro¬ 
priated Plaintiffs* Rights Under the Laws 
of Both Mew York and Pennsylvania. _. 

From 1920-1933, when Bessie Smith recorded songs for a 
modest fee per record for 71 rpn records, (a.g., $37.50 per song 
for four songs in 1933, pursuant to a verbal contract with 
Columbia), neither of the parties to this transaction discussed 
or contesplated the later issuance of song collections by Bessie 
Smith's recorded songs. Bessis Smith did not expressly reserve 
the right to consent to the creation and issuance of long playing 
song collection albums of her recordings, nor did Columbia 


expressly request or obtain the assignment of such rights from 
Bessie Smith. Nor was there any custom in the trade with reference 
to re-issuance of popular eong recordings during the 1920*e and 

a 

1930's. Chris Albertson, who co-produced the 1970-72 record album 
series for Columbia end who wrote tha biography of Bessie Smith 
testified in uncontradictad testimony in his deposition that there 
were not reissues of records in the 1920's or early 1930's v because 
the music itself was not taken aerloualy .... they ware treated 
. , , as pop records, something that was hare today and gone 
tomorrow to be replaced by another record.” (Albertson Tr. 6691). 
Thus, in tha absence of any agreement of the parties or any custom 
in tha Industry at that time to create long playing collections, 

i 

the issue to be determined is what property rights wars retained 
by Bessie Bmlth, if any, and what property rights were obtained 
by Columbia, whan Columbia paid a entail flat fee for each song 
racorded by Baaala Smith. More narrowly, when Besele Bmlth received 
a small flat fee for each aong recorded for Columbia, pursuant to 






varbal contract, did Columbia obtain the right to make compilations 
of Columbia's own aalaction of Banal* Smith aonga in tha future for 
commercial aala, without tha oonaant of or payment to Baaaia Smith 
or bar hairs? Plaintiff* aubaiit tha anauar ia negative, both 
under Haw fork and Pannsylvania law. 

It is plaintiffs' position that Columbia may not issue 
a Resale Smith song collection album or serins without tha permis¬ 
sion of or payment to her hairs, regardless of hew much or how 

9 

little of Bessie's recorded output ia included in the collection 
album or series. Plaintiffs take tha further position that in 
the 1970-72 10 record-albiss series whan Columbia reissued 1004 
of Bessie Smith's total lifetime recorded output, together with 
extensive accompanying biographical liner notes and literature and 
promotion, Columbia unlawfully misappropriated a whole cavalcade 
of residual rights of artistic property retained fcy Bessie Smith's 

hairs. 

under either tha compilation or cavalcade of righte 
theory, the only Mew York precedent expreeely addressing theea 
issues, squarely holds that tha artist or his or bar hairs retains 
the rights for the authorisation of any combination of aarller 
recordings or of any ovsrall reiasuance of earlier songs as part 
of e portrayal of the artistic lifetime output of the artist, 

i 

even if the artist previoualy assigned rights to third parties to 
each of the songs involved, on an individual basla. In Matt ar of 
Hart , 193 Miec. 114, §3 N.Y.S.fd 635 (1946 Surrogate Ct.), was an 
action to da tormina an apportionment between capital and income 
in a decedent's estate on the sale of a composer's rights to s 
motion picture company to produce a picture baaed on the lives and 
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compositions of Rodfifi ind Hirt. Etch of tht Parties was rsprs- 
sontsd by diitlnfulthtd counssl. Ths hew York Court specifically 
recognised that ths eustoa in ths musical trads recognises that 
thsrs remains ths rsaidual right in ths original composer to for¬ 
bid or control ths cosbinad uss of his or bar co^ositions. Said 


the Court* 193 Nise. at 119-919i 

-While in soa« so as ure ths cons idsrat ions thus 
urged nay have dictated ths contract and stay be 
represented in a degree in the mas contracted to 
be paid, it is ths court*a view that the Major 
consideration involved was the acquisition by 
the notion-picture producing coapany of what are 
called in ths record *orand riehts' or 'eaval: 
cads* rights, it la 




| such 

ca^any desire^her^t^exerci 
use eight 

free one coop 
anotharTnHa^^B 



—WparU 

tlonawas not 



f 


igts hide With all the asslqni 

_jhlST There still was needed 

,ie over-ail use just described before the notion 1 
icturs producer could be assured against attack 
.f he removed portions of the compositions from 
their original sattinge end used then ea the 
danands of the story and of the picture night 
diotata. Concalving the thing sold by the estate 
to be e grant of this reserved 'grand right' or 
( aalvacada' right as wall sa a guarantee against 
any estate attempt to enforce any right of privac; 
granted under any statute or body of oeee lew 
in any jurisdiction the court reaches tha conclu¬ 
sion that ths proceeds of tha sale nuat be 
apportioned.* (Emphasis added) 


precedents 
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it* brief, page* 16-22, in support of its position iddrcii the 
ieaue raised in thia appeal. Columbia's reliance on thee is ml*- 
placed becauae the caaea cited are faotually diatingulahable on 
their face *:wl not analogous in their legal di a evasions to the 
questions at issue here. In Pelsal v. Povnter Products Inc ., 295 
P. Supp. 331 (S.O. N.Y. 1968), cited and discussed by Coluebia 
■t pagea 17-19, the court held after a full trial on the narits 
that the evidence of the cuetoe and usage in 1932 in the sagasine 

a 

trade were that agreeawnts for the aale of a work between authors 
and magaainea were oral, that if plaintiff's cartoons tdiich could 
have been separately copyrighted by plaintiff but whioh ware not, 
were not to be deemed in the public doewin, than it mist follow 
that all righta in the cartoons ware assigned to the defendant 
magasine, and therefore, defendant was authorised to produce and 
sell dolls to the public aedelad after the aartoon characters pro¬ 
vided there were no mlarepreaantationa of the source or ridiculing 
features of the dolls, whioh would reflect adversely on ths 
cartoonist. (295 F, Supp, at 338-337). 

Hiller v. Universal Pictures Co ., 11 h.D.2d 47, 201 
H.Y.S.2d 632 iff'd am. 10 N.Y.f.2d 972, 224 N.Y.8.2d 662, 180 
N,E.2d 248 (1960) olted by Columbia (at 19-20) Involved an agree¬ 
ment by Olenn Miller's widow to authorise defendant film company 
to simulate the Glenn Hiller sound for the sound track of a movie 
entiled the Glenn Miller Story. While the agreement did not dis¬ 
cuss tin point, the court hold that Universal had the right to 
record and coamarclally sail the sound track under the agreement. 
The Hiller caae does not addreoa the Issue in this appeal of 

whether the artist's hairs retain the right to control the combina- 
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tion of songs previously transferred on an Individual basis to 
a third party. Zt concerns tha intarpreatlon of an agreement with 
a novie company to simulate* not to copy earlier recorded songs. 
Moreover i to the extent the aovie company wanted to combine the 
sounds of Glen Miller even in a simulated fashion* the case illus¬ 
trates the film company’s recognition that residual rights for 
such combination rem ained with the heir of Glenn Miller and the 
authorisation of the artist's widow to make the film in the first 
instance was obtained. The court was then asked to determine 
the scope of the widow's agreement to authorise the film company 

and produce and use tha sound track. 

Finally* Columbia relies on Grans v. Harris * 91 F. Supp. 
906 (S.D. N.y. 1951) aff'd in part* rev'd in part 198 F*2d 585 
(2nd Cir. 1952) (Columbia brief* pp. 20-21). In that caae a jams 
concert promoter recorded 2 songs from a concert on 12 " master 
records playabls at 79 rpm and sold tha masters to a third party 
who assigned them to the defendant. The defendant wanted to uae 
the masters to manufacture records of 10 " aise and to have than 
available for either 79 rpm or 35-1/3 rpm. The 10* record at 
78 rpm would have e shorter playing time and would abbreviata 
somewhat the recorded sounds on the master. In addition* defendant 
wanted to sell the records individually rather than as part of a 
two record concert album. The appeals court set forth tha issues 
involved sa follows! 

■The questions presented by the appeal are 
whether any right of the plaintiff was violated 
by tha defendant! (1) by manufacturing and 
sailing ten-inch 33 1/3 rpm records* or (2) by 
manufacturing and selling tan inch 71 rpm 
recordsi or (3) by selling records singly 
inntsed of as pert of an album containing both 
'How High the Noon’ and 'Lady Be Good.*” 

[199 F.2d at 517] 
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The Court of Appeals held that defendant could Manufacture the 
masters aa 10-Inch 33-1/1 rpa records and could also sell them 
singly instead of both together (Questions 1 and 3 quoted above) 
but that defendant had breached plaintiff's contract by manufacturing | 
under plaintiff's name, an abbreviated form of the recordings. 

| 

In the instant case, plaintiffs are not challenging the 
right of Columbia to re-record Bessie Smith*a songs on records of 
any site or any speed - as long as the songs are sold as indi- j 

vidua1 songs, with sounds re-recorded from the original recordings 
or masters without significant alteration. Prana , supra, does 
not address ths issue whether residual rights remain in the heirs 
of artis t to control the combination of songs previously assigned 
or transferred on an individual basis. Grans does address 
the question concerning whether an assignee of recording rights 
may alter, distort or abbreviate the original record and Grans 
squarely holds as plaintiffs contend, that plaintiffs are entitled 
to enjoin a holder of righte in recorded songs from significantly 
altering them before offering them for aale to the public. 

(Soe Appellants' brief, pegee 32ff). moreover, en artist s right 

to obtsin relief sgeinst distorted versions of their works is now 
expressly protected under the Copyright Act of 1976. See Note, 

"An Author's Artistic Reputstlen Under the Copyright Act of 1976", 

92 Marv. L.Rev. 1490 (Nay 1979). 

Columbia contands that Mew York lew governs. (Appellees' 

Brief, pegee 19-16). Plaintiffs* position is that in light of 

I 

the federal pre-oaptlan objectives of the Copyright Act of 1976* 

■i | 

that federal common law applies* Alternatively, it is not clear 

I 

under the facta whether Mew York or Pennsylvania has the most 
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significant relationship to the parties and the transactions 

V 

involved, hut that under the law of either Maw York or Pennsyl¬ 
vania, plaintiffs' position Manifestly predominates. Pennsylvania 
law supports plaintiffs' position that Columbia has no lawful right 
to manufacture and coaMrclally sell long playing records com¬ 
prising Bessie Smith song collections without consent of or compen¬ 
sation to her heira. 

in Waring v. wdas Broadcasting Station Inc *, 327 Pa. 433, 
194 A. 631 (1937), the Pennsylvania Supreme Court recognised that 
Fred Waring had enforceable property rights In hie recorded rendi¬ 
tions, and that ha could lawfully transfer some of those rights 
and reserve others, the Third Circuit in Sttore v. Phllco Tele¬ 
vision Broadcasting Corp ., 229 P.2d 431 (3rd Cir. 1956) cert. den. 
351 U.S. 926 (1956) recognised the express reservation of rights 
involving sound recordings In Waring and held that fairness required 
an implication of euch a reservation of rights in the artist whan 
a new commercial use of the artistic product, not provided for in 
the original agreement between the parties, was involved. This 
Court properly made the Implication that Pennsylvania law would 
reach that result in 1956 and In the intervening 23 years, no 
Pennsylvania legislation or Pennsylvania judicial pracedent has 
changed that result. 


Resale Smith and bar late husband and their surviving adopted 
son were and are lifelong PMladelphia residents. For hsr lsst 
4 recorded songs, John Hammond cams to PMlsdslphia in 1933 
to obtain Bessie Smith's oral agreement to go to Sm» York to 
record them. All recording sessions wars held in Maw York 
Maatsr records were used in part for the 1951 and 1970-72 
Bessie Smith raissued LP albums earn from vaults in Columbia 
Pittman, Mew Jeraay plant. These records wars engineered and 
re-recorded in New York studiost were manufactured In plants 
elsewhere and distrlbotsd nationwide. 
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D. Plaintiffs* Claim, Which Arise Not Nora Than 
Six Tears Preceding June 24, 1975, the Date of 
the Original Complaint, Art Not Barred by the 
Statute of Limitations. 

Columbia iasued 4 long playing Bessie Smith record 
albums in 1951 and 10 long playing Bessie Smith record albums 
(5 double record albums) in 1970-72. Xn addition, Columbia, since 
1956 has iasued 9 record albimei with one or more tracks of Beesie 

Smith recordings along with other artists. All of the above 

«! 

recordings were and are continuously being offered for sale to the 
public from their original issuance date to the preaent time. 
Plaintiffs are claiming, inter alia, that Columbia has misappro¬ 
priated the property right of the heirs of Beesie Smith by 
re-issuing such song collection albums without their authoriration 
as her heirs, and without coapanssk^on to them. 

Because of the continuous sale of theca records, often 
with updated inner jackets, and nothing in the record to indicate 
that thsir supply la not being replenished as sales dictate, there 
is an ongoing continuous alleged violation by Columbia of 
plaintiffs* rights and plaintiffs an entitled to nook to vindicate 
them for the full period of the applicable statute of limitations. 
Cf. Hanover Bhoa, Inc . v. Dnitsd Bhos Mach. Core ., 592 O.B. 491, 

502 n. 15, 81 9.Ct. 2224, 2236 n. 15, 20 L.Ed.2d 1251 (19S9) rah. 
dan. 393 U.8. 901, *9 S.Ct. <4 and 65, 21 L*Bd.2d 199 (19ft) 

C ... we en dealing with conduct tdiich eon at itu ted a continuing 
violation of tha Sherman Act and which inflicted continuing and 
accumulating harm on Hanover. Although Hanover could have sued 
in 1912 for the Injury then being inflicted, it was squally entitled 
to sue in 1955. *) t aeoordt Viking Theatre Corp . v. Warner Bros. 
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HctWW Pletrlb* Corp * , 2(4 F* Bupp. 665 (B.D* Fl« 1967)* 

Coluabli'i aufftitlon that the Unifora Single Publication 
let , 42 Pe.c.S. fB341 la applicable by analogy (Appellees' Brief, 
pg. at, n. •) la frivolous. One le not dealing here with a unitary 
publication for purpoaes of a libel action* Rare Involved la a 
continuous coanerclal sale of products over may years up to and 
Including the present. 

Nor is the suggested application of adverse possession 
principles in relation to dalai for the protection of residual 
artistic properties consistent with any other federal precedent or 
state law precedent. Plaintiffs submit that adverse possession 
doctrines, on the contrary are Inconsistent with existing federal 
copyright laws and state common law of unfdlr competition or 
eisappropriation relating to artistic performances embodied in 
sound recordings, and must be rejected* 


* 
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XZ. COMCLCSIOM 


In light of the foregoing, Plaintiff a urga that tha 
Order granting Defendant's Motion to Dismiss tha Complaint or 
Alternatively for lumry Judmgent bo ravarsod as to Counts III 
to V of tha Second Amended Co^laint, and that Plaintiffs' Cross 
Motion for Partial Susmary Judgment as to thass counts be granted, 
with the district court's denial thereof being reversed. 
Alternatively. plaintiffs urga that the Order of the district court 
granting suasnry judgment in favor of defendants be reversed and 
the cause remanded for trial for resolution of the facts In 
dispute. 

Respectfully submitted# 


««Ul W $ *WV 

Philadelphia, PA 19103 
(315) 903-0600 

Attorney for Plaintiff-Appellants 



Of Counseli 

Lloyd Sane Remiek 
6 th Floor 

1539 Malnut Street 
Philadelphia, PA 19103 
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CERTIFICATE or SERVICE 


X, Herbert I, Mevberg, hereby certify that two copies 

of the Reply Brief for Appellants, have bean served upon counsel 

for defendants, Georoe P. William, XXX, Esquire, 1719 Packard 

Building, Philadelphia, Pennsylvania 19102, by first class nail, 

*' # 

postage prepaid, on August 29, 1979. 
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^NITED STATES COURT OF APPEALS 
FOR THE THIRD CIRCUIT 


No. 79-1516 

JACK GEE, JR. and WILLIAM D. HARRIS, 
ESQ., Executor for Estate of John Gee, 
Sr. , 

Appellants 

vs. 

CBS, INC. and COLUMBIA RECORDS, INC. 


Appeal from the United States District Court 
for the Eastern District of Pennsylvania 

(D.C. Civil No. 75-1792) 


Argued 

December 13, 1979 

Before: ALDISERT, VAN DUSEN and HUNTER, Circuit Judges. 


JUDGMENT ORDER 


After consideration of all contentions raised by 
appellants, including the rule stated in In re Hart’s Estate , 193 
Misc. 834, 83 N.Y.S.2d 635 (1948), and for the reasons set forth 
in the district court opinion by the Honorable Edward R. Becker, 
Gee v. CBS, Inc, , 

471 F.Supp. 500 (1979); it is 

ADJUDGED AND ORDERED that the judgment of the district 
court be and is hereby affirmed. 

Costs taxed against appellants. 

BY THE COURT, 


Attest: 


Thomas F. Quinn, Clerk 


DAmD: 4 o 1^70 
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Certified as a true copy and i 
of a formal mandate- m January 1.5, 
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in 

1980 „ 


Clerk, Uiiited States Court of Appeals 
for the Third Circuit 



Circuit Judge 
















